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DANIEL v. ELtectric Host & RuspBerR CoMPANY 
(231 Fed. Rep., 827) 


United States Circuit Court of Appeals 
Third Circuit, January 27, 1916 
On Petition for Reargument, April 14, 1916 


1. TrapE-MarkK—Form or ArTICLE—EXPIRATION OF PATENT. 

Upon the expiration of a patent for a corrugated rubber hose, which corru- 
gations, it appears from the patent, were useful and of structural value, the 
public acquires the right to manufacture the hose in the form shown by the 
patent. The patentee cannot, by making hose with corrugations for any 
length of time convert the article itself into a trade-mark and thereby acquire 
the exclusive right to make it. 

2. TrapE-MarK—ExpIraTION oF PateNt—Errect or ContTINvED UsE. 

The owner of a patent which has expired cannot, after the expiration of 
the patent, acquire by continued and exclusive use of the patented features, an 
exclusive right as a trade-mark in that which became public property on the 
expiration of the patent. 


Appeal from a decree of the District Court for the Eastern 
District of Pennsylvania, in favor of complainant. Reversed. 

The following is the opinion of THompson, District Judge, 
on final hearing: 


The plaintiff, Electric Hose & Rubber Company, is engaged in the business 
of the manufacture and sale of rubber hose as the successor of the Chicago Electric 
Wire Company, to which on August 3, 1897, letters patent No. 587,545 were issued 
as assignee of Henry B. Cobb, inventor of a method of manufacturing rubber hose 
in long lengths, consisting in forming, about a tube of alternate layers of rubber 
and fabric, an inelastic mold within which the product was vulcanized and the mold 
then removed. The Chicago Electric Wire Company assigned all its right to the 
manufacture and sale of hose to the Chicago Electric Hose Company, which is the 
plaintiff herein, its name having been changed, by amendment to its charter, to 
Electric Hose & Rubber Company. To distinguish the hose invented by Cobb, 
the Chicago Electric Wire Company adopted a device consisting of external longitu- 
dinal corrugations, and that device, as a distinguishing mark of hose made under 
the Cobb invention, was continued down to the filing of the bill on December 2, 
1913. The hose so marked by corrugations was known to the trade as “Electric”’ 
hose, and from 1897 until some time in 1907 was exclusively made and sold by the 
plaintiff and its predecessors. The defendant up to 1912 was a customer of the 
plaintiff, and purchased for his trade the plaintiff's “Electric’’ hose having the 
external longitudinal corrugations; also hose manufactured by the plaintiff with a 
smooth exterior surface. The plaintiff manufactured and sold its corrugated hose 
exclusively under its own name, but manufactured the smooth hose for the defend 
ant and others and sold it to them with their respective names impressed upon it. 

Marking the hose by longitudinal corrugations was not an element of the Cobb 
patent. It was recognized generally by the trade and public as an attractive 
feature in the appearance of the hose and as a distinguishing mark of the so-called 
“Electric” hose. The corrugated hose had obtained a wide popularity and was 
successfully sold to the trade and to the public. During the period from 1907 down 
to the filing of the bill, several competitors of the plaintiff produced hose with corru- 
gated marking, but, upon demand by the plaintiff, adopted spiral or longitudinal 
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bands or other distinguishing features with the manufacturer’s name at close inter- 
vals, in order that the hose might not be mistaken for that of the plaintiff. 

The defendant had unsuccessfully endeavored for a number of years to obtain 
from the plaintiff corrugated hose with the defendant’s trade-name upon it. There- 
upon the defendant, finding that there was a large demand for the corrugated hose, 
obtained through his employé, Frank R. Neff, a patent, as assignee of Neff, having 
the following claim: ‘‘ A hose comprising an outer covering of rubber having longitu- 
dinally extending closely spaced ribs forming corrugations extending longitudinally 
of the hose, said ribs terminating in solid annular sections, equally spaced along 
said hose, the outer faces of said ribs and the outer faces of said annular sections 
being substantially in alinement.” In the specification of the Neff patent, it was 
set out: “‘ By the above construction, it will be therefore noted that a hose is formed 
wherein the rubber outer surface is so shaped as to greatly strengthen the hose 
against lateral strains and to increase the life of the hose as to surface wear, and 
furthermore a visible indication is provided whereby definite lengths of hose may 
be quickly determined.” 

After the Neff patent, No. 1,026,598, was issued May 14, 1912, the defendant 
began to manufacture a long-length hose by another method than that covered by 
the Cobb patent. This hose contained longitudinal corrugations and was made in 
close imitation of that sold by the plaintiff. At spaces of one foot, however, the 
longitudinal ribs, in accordance with the claim of the Neff patent, terminated in an 
uncorrugated annular section about one-eighth of an inch in width. While the 
specification of the patent claims that the annular sections strengthen the hose 
against lateral strains, increase its life as to surface wear, and provide a visible indi- 
cation for quickly determining definite lengths of the hose, the purpose of the de- 
fendant in causing the patent to be obtained by Neff was to produce a hose which 
he could manufacture and sell so closely imitating that of the plaintiff as to derive 
from its production the advantage of the demand in the market for the plaintiff's 
corrugated hose. The defendant has accordingly placed upon the market and 
sold a hose made under the Neff patent with his trade-name, “‘Quaker City Rubber 
Co.,” and the words, “Ringmeter Reg. U.S. Pat. Off. Philadelphia, Pa. U.S. A.,” 
placed upon it at irregular intervals. 

The defendant has set up as a defense the Mayall patent No. 125,596, issued 
April 9, 1872, for improvement in vulcanized India rubber hose or tubing. As 
described in the specification, this invention is directed to the production of vul- 
canized India rubber hose or tubing formed with an ornamental pattern or configur- 
ation in relief upon its exterior. The method consists of forming an ornamental 
pattern or configuration in relief on the rubber while it is passing in sheet form from 
the calender rolls, using for this purpose a pattern roll pressing up against one of 
the calenders, so that the rubber sheet passes between the pattern roll and the 
calender, and is consequently impressed with the configuration or ornamental 
design formed in intaglio, or engraved in the pattern roll. The claim is as follows: 
** As a new manufacture, vulcanized India rubber hose or tubing, made with fluting 
or other ornamental configuration in relief upon its exterior, substantially in the 
manner herein described.” 

The Mayall patent is clearly for a method of manufacturing hose or tubing 
with any sort of fluting or ornamental configuration upon it, and is not confined to 
the fluting which appears in the drawings and is mentioned in the claim and in the 
specification. There is no evidence that Mayall, or any one deriving rights under 
him as licensee or assignee, used the process described in his invention, nor is there 
any evidence that any one put into use the external longitudinal corrugations upon 
hose prior to their adoption by the plaintiff in 1897. Mayall does not claim any 
structural value in the fluting. While the evidence of structural value in the device 
is somewhat conflicting, it is found as a fact, from the weight of the evidence upon 
the record here presented, that the corrugations add no structural value to the 
product, and that their use is merely for ornamentation. The evidence intended to 
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show structural advantage from the corrugations, resulting in what was termed at 
the hearing .“non-kinkability,” and the quality of preventing abrasion by friction, 
is not convincing. The opinions of witnesses that the corrugations were useful in 
preventing kinking and abrasion were not based upon actual tests made in compari- 
son with smooth-surfaced hose, except in the case of the defendant's witness called 
as an expert. Tests made by him were upon sections of hose produced by the de- 
fendant for the purpose. Tests of such isolated specimens cannot fairly represent 
results upon which opinions of value can be based. 

The corrugations having no structural value, and there being no evidence of 
the use of the corrugations under the Mayall patent, or of their appropriation and 
user as a trade-mark for rubber hose of others, prior to the appropriation and user 
by the plaintiff, the invention of Mayall in 1872 of a method by which hose may be 
fluted is not material as affecting the plaintiff’s right to its use as an indicium of its 
product. 

The validity of a trade-mark does not depend upon either novelty, invention, 
or discovery, but is founded upon mere priority of appropriation and user as a 
trade-mark for a particular class of goods. Lawrence Mfg. Co. v. Tennessee Mfg. 
Co., 188 U. S. 587, 11 Sup. Ct. 396, 34 L. Ed. 997. Abandoned trade-marks may 
be appropriated by others and become their exclusive property, even as against the 
original user. Menendez v. Holt, 128 U.S. 514, 9 Sup. Ct. 143, 32 L. Ed. 526. 

The adoption of the corrugations by the plaintiff's predecessor occurred in 
1897, years subsequent to the expiration of the Mayall patent in 1889. Upon its 
expiration, the method and whatever incidents appertained thereto became open 
to the public, subject to appropriation and user by any one. Unless the plaintiff's 
predecessor adopted it to confuse its product with that of others, it was entitled, 
even though Mayall had conceived fluting upon hose in 1872, to adopt longitudinal 
corrugation as indicating the origin of its hose. 

The defendant has shown that, prior to the adoption of corrugation by the 
plaintiff, corrugated tubing was manufactured and sold by other rubber manu- 
facturers. The evidence shows, however, that rubber hose and rubber tubing are 
entirely separate and distinct articles in commerce and in domestic use, and are so 
recognized generally by the trade and the public. They are used for entirely sepa- 
rate and distinct purposes, and there is no confusion or possibility of mistaking the 
one for the other. When the plaintiff adopted its device therefor, it was unused by 
the trade in the manufacture or marketing of rubber hose. 

The defendant contends, however, that the Cobb patent having expired in 
August, 1914, and the patented hose having been known to the trade and the public 
by the longitudinal corrugations adopted by the plaintiff as indicating the origin 
and manufacture of its hose, the monopoly in the corrugated marking of the hose 
became public property upon expiration of the patent and passed to the public 
along with the patented method. The general principle of law underlying this con- 
tention is too well settled to admit of contradiction or discussion, and the question, 
therefore, arises as to whether, upon abandonment to the public of the plaintiff’s 
patent, the defendant became entitled under the facts of this case to the appropria- 
tion of the plaintiff's device, which had during the life of the patent indicated the 
origin of the hose manufactured by the plaintiff. With the limitation that the de- 
fendant must not so use the device as to deprive the plaintiff of its rights or to 
deceive the public, the defendant, upon the expiration of the patent, was at full 
liberty to manufacture under the method of the expired patent, and to appropriate 
any device or form in connection with which the patented article had been made 
which was designative in a generic manner of the distinctive style of hose manufac- 
tured by the plaintiff. 

In the present case the defendant is not manufacturing its hose in accordance 
with the plaintiff's patent, but is using another method, which permitted it, prior 
to the expiration of the patent, to manufacture hose in long lengths. Its purpose 
in adding the corrugations was to closely imitate the plaintiff's patented hose under 
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the guise of the Neff patent. The hose produced by the defendant is calculated 
to deceive the public as to the identity of the article produced by him, and, although 
the plaintiff’s patent has expired, it is entitled to be protected from any injury 
arising from such imitation produced with the deliberate intent of deceiving the 
public by passing off the defendant’s hose for that manufactured by the plaintiff. 
While the defendant is not to be prevented from constructing long-length hose with 
corrugations, still he cannot be permitted to do any act the necessary effect of which 
would be to imitate or to make any one believe that the hose which he manufactures 
and sells is manufactured by the plaintiff; neither has he the right to use any device 
which may be properly considered a trade-mark, so as to induce the public to be- 
lieve that the hose has been manufactured by the plaintiff. Singer Manufacturing 
Co. v. June Manufacturing Co., 163 U.S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118. 

The defendant’s contention, however, is that it is protected by the Neff patent. 
A reading of the entire testimony of the defendant leads to the conclusion that this 
patent was frivolously obtained by him as a makeshift, for the purpose of putting 
upon the market an imitation of the hose made and sold by the plaintiff under cover 
of the structural utility asserted in the Neff specification and claim by reason of the 
addition to the plaintiff's corrugations of the annular band. While the record in 
the case establishes the fact that longitudinal corrugations add no structural value 
or utility to the hose, the presumption arising from the grant of the patent that 
corrugated hose with the annular band has the advantage over corrugated hose 
without such band disclosed by the specification is unrebutted, and the defendant 
is entitled, until the validity of his patent is made the subject of successful direct 
attack, to manufacture hose under the method disclosed in accordance with his 
patent. It is entirely possible, however, for him to manufacture hose with such 
distinctive markings as will preclude the probability of his hose being passed off as 
that of the plaintiff. To that extent the plaintiff should be protected in equity. 

A decree will be entered in favor of the plaintiff and against the defendant for 


an injunction in accordance with this opinion and for an accounting for profits and 
damages. 


Joseph C. Fraley and Henry N. Paul, Jr., both of Philadelphia, 
Pa., for appellant. 

William W. Porter and Porter, Foulkrod & McCullagh, all of 
Philadelphia, Pa., for appellee. 


Before BurFincton and McPuHerson, Circuit Judges, and 
Braprorp, District Judge. 


BurrFineton, Circuit Judge:—In the court below, the Electric 
Hose & Rubber Company, a corporation and citizen of Delaware, 
filed this bill against Charles A. Daniel, who was trading as the 
Quaker City Rubber Company, a citizen of Pennsylvania, charging 
him with unfair competition and violating its trade-mark. The 
court, in its opinion as set forth above, sustained complainant’s 
contention and entered a decree: 


“That the use of external longitudinal corrugations in the sale of rubber 
hose . . . isa good and valid trade-mark to the plaintiff, and is the sole and 
exclusive property of the plaintiff,” and “that the defendant has occasioned unfair 
— competition by manufacturing and selling rubber hose corrugated longitudi- 
nally. 
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From such decree defendant took this appeal. 

Stripped of incidental matters, the underlying question in this 
case is whether the longitudinal corrugations on rubber hose can be 
made a trade-mark monopoly. The proofs show that on April 9, 
1872, patent No. 125,596 was granted to Thomas J. Mayall for an 


improvement in vulcanized rubber tubings. In his specification 
Mayall stated that: 

“Tubing of this kind has never, so far as my knowledge extends, been hitherto 
made, owing, undoubtedly, to the difficulty, or rather impossibility, of preserving 


the external pattern or ornamental configuration during the several processes at 
present employed in order to vulcanize and finish hose or tubing.” 


He disclosed a method of making such hose or tubing, and a 
claim was allowed him, as follows: 


*“As a new manufacture, vulcanized India rubber hose or tubing, made with 
fluting or other ornamental configuration in relief upon its exterior, substantially in 
the manner herein described.” 


It goes without saying that at the expiration of Mayall’s 
patent, in 1889, the public acquired the right to make such fluted 
hose. The defendant has availed himself of that right, and has 
embodied Mayall ribs or longitudinal corrugations in hose he makes 
under patent No. 1,026,598, granted to Neff on May 14, 1912. 
The single claim of that patent is: 


‘A hose comprising an outer covering of rubber having longitudinally extend- 
ing closely spaced ribs forming corrugations extending longitudinally of the hose, 
said ribs terminating in solid annular sections, equally spaced along said hose, the 
outer faces of said ribs and the outer faces of said annular sections being substan- 
tially in alinement.” 


The hose of Neff’s patent has, it will be observed, the longitu- 
dinal fluting of Mayall, and in addition certain spaced annular 
rings at cross-angles thereto. 

Under these facts, the burden is on the plaintiff to show by 
what means the defendant or any other hose manufacturer is to be 
deprived of the right to make corrugated hose, which right accrued 
to the public when Mayall’s patent expired. The pertinent facts 
on which the plaintiff bases its alleged right we extract from the 
opinion of the court below, as follows: 


“The plaintiff, Electric Hose & Rubber Company, is engaged in the business 
of the manufacture and sale of rubber hose as the successor of the Chicago Electric 
Wire Company, to which on August 3, 1897, letters patent No. 587,545 were issued 
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as assignee of Henry B. Cobb, inventor of a method of manufacturing rubber hose 
in long lengths, consisting in forming, about a tube of alternate layers of rubber and 
fabric, an inelastic mold within which the product was vulcanized and the mold 
then removed. The Chicago Electric Wire Company assigned all its right to the 
manufacture and sale of hose to the Chicago Electric Hose Company, which is the 
plaintiff herein, its name having been changed, by amendment to its charter, to 
Electric Hose & Rubber Company. To distinguish the hose invented by Cobb, 
the Chicago Electric Wire Company adopted a device consisting of external longitu- 
dinal corrugations, and that device, as a distinguishing mark of hose made under 
the Cobb invention, was continued down to the filing of the bill on December 2, 
1913. The hose so marked by corrugations was known to the trade as ‘Electric’ 
hose, and from 1897 until some time in 1907 was exclusively made and sold by the 
plaintiff and its predecessors. . . . Marking the hose by longitudinal corruga- 
tions was not an element of the Cobb patent. It was recognized generally by the 
trade and public as an attractive feature in the appearance of the hose and as a 
distinguishing mark of the so-called ‘Electric’ hose. The corrugated hose had 
obtained a wide popularity and was successfully sold to the trade and to the public. 
During the period from 1907 down to the filing of the bill, several competitors of 
the plaintiff produced hose with corrugated marking, but, upon demand by the 
plaintiff, adopted spiral or longitudinal bands or other distinguishing features with 
the manufacturer’s name at close intervals, in order that the hose might not be mis- 
taken for that of the plaintiff. . . . After the Neff patent, No. 1,026,598, was 
issued May 14, 1912, the defendant began to manufacture a long-length hose by 
another method than that covered by the Cobb patent. This hose contained longi- 
tudinal corrugations and was made in close imitation of that sold by the plaintiff. 
At spaces of one foot, however, the longitudinal ribs, in accordance with the claim 
of the Neff patent, terminated in an uncorrugated annular section about one-eighth 
of an inch in width. While the specification of the patent claims that the annular 
sections strengthen the hose against lateral strains, increase its life as to surface 
wear, and provide a visible indication for quickly determining definite lengths of 
the hose, the purpose of the defendant in causing the patent to be obtained by Neff 
was to produce a hose which he could manufacture and sell so closely imitating that 
of the plaintiff as to derive from its production the advantage of the demand in the 
market for the plaintiff's corrugated hose. The defendant has accordingly placed 
upon the market and sold a hose made under the Neff patent with his trade-name, 
“Quaker City Rubber Co.,’ and the words, ‘Ringmeter Reg. U. S. Pat. Off. Phila- 
delphia, Pa. U.S. A.,’ placed upon it at irregular intervals. . . . There is no 
evidence that Mayall, or any one deriving rights under him as licensee or assignee, 
used the process described in his invention, nor is there any evidence that any one 
put into use the external longitudinal corrugations upon hose prior to their adoption 
by the plaintiff in 1897. . . . Theadoption of the corrugations by the plaintiff's 
predecessor occurred in 1897, years subsequent to the expiration of the Mayall 
patent in 1889. Upon its expiration, the method and whatever incidents apper- 
tained thereto became open to the public, subject to appropriation and user by any 
one. Unless the plaintiff’s predecessor adopted it to confuse its product with that 
of others, it was entitled, even though Mayall had conceived fluting upon hose in 
1872, to adopt longitudinal corrugation as indicating the origin of its hose.” 


The court further found that the corrugations of hose had no 
structural value, and held that: 


“There being no evidence of the use of corrugations under the Mayall patent, 
or of their appropriation and user as a trade-mark for rubber hose of others, prior 
to the appropriation and user by the plaintiff, the invention of Mayall in 1872 of a 
method by which hose may be fluted is not material as affecting the plaintiff’s 
right to its use as an indicium of its product.” 
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In that regard we are of opinion the court erred. In the first 
place, the evidence clearly shows the corrugations of the hose are 
of structural value. In that regard the proof of several witnesses 
satisfied us that the corrugations enable the hose to be better made, 
to be made stronger, that such hose lasts longer and minimizes 
kinking. In the next place, the patent of Mayall was not for a 
method of fluting a hose, but it was for the fluted hose or tubing as 
a new article of manufacture; the method disclosed being only the 
statutory requirement of illustrating how the new article could be 
made. The testimony being clear that the longitudinal corruga- 
tions on the tube are useful and functional, the authorities (Marvel 
v. Pearl, 1383 Fed. 160, 66 C. C. A. 226; Diamond Match Co. v. 
Saginaw Match Co., 142 Fed. 727, 74 C. C. A. 59; Globe Co. v. 
Macey, 119 Fed. 996, 56 C. C. A. 304) are clear that such useful 
features are common property, may be made by any manufacturer 
of such an article, and cannot be appropriated as a trade-mark. 
Where the article itself is one which any one of common right may 
make, no person by making that article for any period of time—no 
matter for how long—can convert that article itself into a trade- 
mark and thereby acquire an exclusive right to make it in perpetu- 
ity. To allow this would be to destroy the seventeen-year limita- 
tion of the patent system. The purpose of a trade-mark is, as its 
name signifies, to provide a mark for an article in which one trades. 
It is the evidence of the article’s genuineness, but is not the article 
itself. 

Applying these principles to the case in hand, it is clear that 
plaintiff could never acquire an exclusive right to make longitudi- 
nally corrugated hose. That right became a public one on the 
expiration of Mayall’s patent, open alike to plaintiff and defendant. 
The plaintiff exercised that right, called its product electric hose, 
and has established a valuable trade. The defendant has also 
exercised its right to make longitudinally corrugated hose. These 
it has marked with its own name and with the word “ Ringmeter”’ 
as a registered trade-mark. ‘There is no proof of any confusion of 
goods, no proof that defendant sold its hose to any one as the 
plaintiff’s hose, or that any one purchased it thinking he was buy- 
ing the plaintiff's goods. Indeed, in the last analysis the whole 
case of the plaintiff rests on the unwarranted assumption that, by 
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being for some years the maker and vender of a patent-expired 
article, it thereby could acquire and had acquired an exclusive and 
perpetual right to make it. Were this the law, it would follow 
that if Mayall, after the expiration of his patent, had been the only 
maker of his hose for some years following, he could by his own act 
turn his patent, which the law limited to seventeen years, into a 
perpetual patent. 

The decree below will be reversed, and the record remanded, 
with instructions to dismiss the bill. 


On Petition for Reargument 


Per Curtam:—We have carefully considered the petition for 
reargument, but see nothing to be gained by granting the motion. 
In our view there was no proof of any confusion of goods, or that 
any purchaser of the plaintiff’s goods had been, or was likely to be, 
led to buy the defendant’s under the belief he was getting plaintiff’s. 

The petition for reargument is therefore denied. 


[This decision passes upon what has hitherto been an open question with re- 
spect to the rights of the owner of a trade-mark associated with a patented article, 
after the patent had expired. It has long been settled that, upon the expiration 
of the patent, the name by which the product had been known to the public, became 
public property. Whether, if the owner of the patent continued, with the acqui- 
escence of the public, to manufacture and sell the article exclusively under the trade- 
mark by which it had been previously known, he might thereby acquire a trade- 
mark in the name and the exclusive right to its use has, we believe, not been hereto- 
fore determined. 

An expression contrary to the above opinion is to be found in the opinion of 
the United States circuit court of appeals, for the sixth circuit, in the case of G. & C. 
Merriam Co. v. Saalfield (Reporter, vol. 2, p. 443, 450). The court in that case 
stated the principle to be that while, at the expiration of the patent, the name was 
common property, if the public acquiesced in the exclusive use of the name by the 
original manufacturer of the article, then the use of the name became subject to the 
ordinary rules governing the exclusive use of a generic term by one manufacturer. 
If the use by the manufacturer continued to be exclusive, so that it came to be, on 
the part of the public, indicative of the product of the particular manufacturer, he 
was entitled to protection in the use thereof, for the same reasons and in the same 
way as in the case of a descriptive, geographical or other generic term. 

This statement of the learned court was, however, by way of dictum and not 
necessary to the determination of the question before it, and there are good reasons 
for regarding the views taken in that case as unsound. The name applied by the 
patentee during the entire lifetime of the patent to the article, has meant to the 
public the article manufactured by him. It could have no other meaning, because 
no one else did or could at that time make the article, and, therefore, no one else 
had any occasion to make use of the term. At the expiration of the patent, there- 
fore, it could probably be truly said that the term was accepted throughout the 
trade and by the public, as indicating the article manufactured by the patentee, 
and that any person asking for the article by that name would expect and desire to 
be supplied with the article so manufactured and with no other. 








re- 
cle, 
ion 
me 
ui- 
de- 
de- 
to- 


. of 


ase 
vas 
the 
the 
rer. 
on 
he 
me 


not 
ons 
the 
the 
use 
Ise 
-re- 
the 
tee, 
> to 





DANIEL V. ELECTRIC HOSE & RUBBER CO. 297 


Therefore, although by the expiration of the patent, the term was, according 
to the doctrine of our law, a descriptive term, yet it had of necessity at that time a 
distinctive meaning, as indicating the goods of a particular origin. Nevertheless, 
the term was open to appropriation by any manufacturer who desired to make the 
article and to call it by that name. If, however, during many years after the expi- 
ration of the patent, no one else should see fit to make and sell the article referred to, 
the term would, of course, continue to have the distinctive meaning which it ac- 
quired under the protection of the patent, and would continue to indicate the 
article made exclusively by the patentee. 

The language of the decision last cited would appear to indicate that when this 
condition had been allowed to continue for a certain length of time, it would there- 
after be too late for any other manufacturer to step in and make use of the term in 
competition with the patentee. The trouble with this argument would appear to 
be that the term would not have become distinctive of the patentee’s goods after 
the expiration of the patent, since it was distinctive of his goods when the patent 
expired, and merely continued to be so because the public acquiesced in his con- 
tinued exclusive use of the term. Thus, the patentee continued thereafter to enjoy 
the benefit of the good will in the term, which he had built up under the monopoly 
of his patent, and it would be in the highest degree difficult to show that the term 
had become any more distinctive of the patentee’s product after many years, than 
it was when the patent expired. 

If the patentee could at any time, under these circumstances, claim a monopoly 
in the term, he should have been in equally as good a position to claim that monop- 
oly at any time after the expiration of the patent, yet to permit him to do this would 
be to nullify entirely a doctrine which threw the term open to the use of the public 
when his patent expired. 

To look at the proposition in another way, at the time of the expiration of the 
patent, a valuable good will attached to the term, which the patentee had invented 
and popularized as the designation of his article. That good will the law took away 
from him and conferred upon the public as one of the considerations for the patent 
monopoly which he had previously enjoyed. The public having failed immediately 
to appropriate to its own purposes that good will, but having acquiesced in its 
retention by the patentee for a period of years, can the patentee then claim the 
right to retain that good will indefinitely, as if it had arisen and had been built up 
after the expiration of the patent? It is clear that while the good will may have 
been made more valuable during that period, it is but a continuation of that good 
will, the benefits of which the patentee previously enjoyed. If he can acquire a 
new title to this good will by continuing its enjoyment after the law has laid it open 
to common appropriation, the way would be prepared for that indefinite continu- 
ance of patent monopolies, which the principle of the Singer case was intended to 
prevent. 

Thus, it might be that upon the expiration of a patent, trade conditions pre- 
vented any other manufacturer from competing with the patentee and making the 
previously patented article. Control of the market or of a source of supply for the 
raw material, might give to the former an insuperable advantage. This condition 
might continue for five or ten or twenty years, at the expiration of which time con- 
ditions might so change that other manufacturers would find it profitable to enter 
into competition with the patentee through the manufacture and sale of the article. 
If the patentee could invoke the doctrine of a distinctiveness acquired by reason of 
long continued use of the term, other manufacturers would be precluded from the 
most important element of the right to compete with him, the privilege of using, in 
describing the goods of their manufacture, the only term whereby those goods 
could be described, because the only term whereby they had ever been known in 
the trade or to the public. 

There is another reason why the name applied to a patented article during the 
continuance of the patent protection, should not be treated, after the expiration of 
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the patent, like an ordinary descriptive term, and that is that it is not a descriptive 
term, except in the sense that the usual and necessary name of an article is descrip- 
tive. It is the name without the use of which it was impossible, while the patent 
was in force, to refer to or designate the article. This is the true ground upon which 
the word is thrown open to public use upon the expiration of the patent, that such 
use is necessary, in order properly and intelligibly to designate the article and to 
identify it as the article previously made under the patent. No lapse of time can 
make this term any the less a necessary term of designation for that article, for 
while other terms might be equally apt and descriptive, they are not equally service- 
able to indicate the article, because the name applied to the patented article is that 
which has come to be its identifying name upon the market, and the name that the 
public must be permitted to use. 

In the light of these considerations, we must give preference to the view ex- 
pressed by the court in the case under discussion, which recognizes and preserves 
inviolable the right of every man to make use of such a name or trade-mark, subject 
only to the requirement that the user take proper precaution to prevent the con- 
fusion of his goods with those of the original manufacturer. ] 


KNABE Bros. Company v. AMERICAN PIANo COMPANY 


(232 Fed. Rep., 140) 
United States Circuit Court of Appeals 


Siath Circuit, April 14, 1916 


Unrarr CoMpetition—Form or Notice To PuBLIc. 
The form of notice which the defendant is required to affix to its pianos 
to distinguish them from those of the complainant, pursuant toa decision of an 
earlier date, considered and determined. 


On petition to modify opinion. Modified and affirmed. 

For the opinion so modified, see 6 T. M. Rep., 180. 

Before KNApPEN and Denison, Circuit Judges, and CLARKE, 
District Judge. 


Per Curtam:—Our opinion, filed February 11th last, provided 
for hearing counsel upon the precise language of the cheek-block 
notice upon appellant’s piano. Each party has presented sug- 
gestions on that subject. Certain modifications of the opinion are 
also asked. We state our conclusions upon the various subjects: 

(a) We think the form of the cheek-block notice, suggested in 
our opinion, should be used without modification. This notice 
may contain the guaranty and statement of inspection as in appel- 
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lant’s original cheek-block notice. It should be in plain type, 
substantially of the kind used in the printed slips presented by 
appellee, should be printed on paper securely glued to the cheek- 
block and well covered by transparent varnish. The cheek-block 
should be secured in place by the use both of glue and a screw. 

(b) The fall-board inscription should be in the words “Made 
by the Knabe Bros. Co., Cincinnati, O.,”’ arranged in three lines, 
the upper containing the words “ Made by,” the lowest the words 
“Cincinnati, O.,”’ and the words ““The Knabe Bros. Co.’ between 
the first and the third lines. The words last named should be no 
more prominent than in form 1 of appellant’s proposed fall-board 
designation, Exhibit A, and the other words should be as prominent 
as in that suggested form. We see no valid objection to the use of 
script in the name of appellant company with the lower arm of the 
letter ““K”’ underlining the words “ Knabe Bros.,”’ as in Exhibit 
A mentioned. 

(c) We adhere to the form of notice required by our opinion 
“to be conspicuously inserted in catalogues and advertisements, 
and to be framed and kept displayed upon defendant’s pianos in 
all salesrooms in which they are offered for sale.’” We see no occa- 
sion for a warning notice upon concert programs in which merely 
the name of the piano is given, with nothing referring to the sellers, 
manufacturers or place of sale. In such case, appellee would not 
be injured by possible confusion but would quite as likely be bene- 
fited thereby. No form of appropriate and effective short notice 
for short advertisements has been presented; no such appropriate 
and effective form occurs to us, and we must, therefore, leave our 
opinion as it stands upon the subject of warning notice in adver- 
tisements. Manifestly, an effective warning notice upon ordinary 
street signs, illuminated or otherwise, is impracticable; appellant, 
however, should not be allowed to use such signs without such 
warning notice. 

(d) Appellant has, in this court, prevailed to a substantial 
extent upon the merits, and should, therefore, recover full costs of 
this court, as announced in our opinion. The fact, as alleged, 
that appellant did not actually use the cheek-block notice before 
appellee’s bill was filed is immaterial either to the opinion or to the 
subject of costs. 
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Unc ies-HoccettE Mre. Co. v. Farmers Hoc & CarTrLe 
Powper Co. 
(232 Fed. Rep., 116) 


United States Circuit Court of Appeals 
Eighth Circuit, March 20, 1916 


1. TrapE-Mark—Descriptive TERM. 

The term “Dridip” applied to a powder for the destruction of vermin 
upon animals is a mere misspelling of the word “dry-dip,”” which is clearly 
descriptive of a dry, or powder, preparation intended to perform the usual 
function of an animal dip. The mere misspelling of a descriptive term does 
not deprive it of its descriptive character. 

2. TrapE-Mark—Errect or REGISTRATION. 

The registration of a trade-mark is only prima facie evidence of owner- 
ship. If there is no valid trade-mark at common law, registration cannot 
create one. 


Appeal from a decree of the District Court for the District 
of Nebraska, in favor of defendant. Affirmed. 


Mazwell V. Beghtol, of Lincoln, Neb. (Edmund C. Strode, of 
Lincoln, Neb., on the brief), for appellant. 
Samuel P. Davidson, of Tecumseh, Neb., for appellee. 


Before ApAMs and CaRLANnp, Circuit Judges, and TRIEBER, 
District Judge. 


Apams, Circuit Judge:—This was a bill to restrain infringe- 
ment of a trade-mark consisting of the word “Dridip,’’ which the 
plaintiff, Ungles-Hoggette Manufacturing Company, claims to 
have adopted and appropriated as a trade-mark, to indicate the 
origin and ownership of a certain lice and vermin destroyer manu- 
factured by it. It alleged in its bill that the defendant, Farmers’ 
Hog & Cattle Powder Company, infringed upon its trade-mark by 
using the words “Dry-Dip,” or ‘Farmers’ Dry-Dip,” on packages 
of lice and vermin destroyer manufactured by it. 

Defendant denied that plaintiff had appropriated, or by use 
or otherwise had acquired, the right to the exclusive use of the 
word “Dridip” as a trade-mark for its product, on the ground 
that that word, instead of indicating the origin and ownership of 
its product as it lawfully might, was descriptive of that product, 
and was not the subject of exclusive appropriation by plaintiff as 
a trade-mark. Defendant also denied infringement. 
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The District Court heard the proof and rendered a decree 
dismissing the bill. Plaintiff appeals. 

(1) The word “dip,” as a noun, has a well-understood mean- 
ing. Any liquid preparation into which objects may be dipped or 
immersed, as for cleansing, coloring, lacquering, and the like, may 
be properly described as a dip. See “dip” in Webster’s Interna- 
tional Dictionary and Funk & Wagnalls Dictionary. Such com- 
mon use of the word “dip,”’ as a noun, is conceded by plaintiff’s 
counsel. In connection with animal husbandry this word, taken 
by itself, therefore, signifies some liquid preparation, consisting 
of a mixture of parasiticides, like sulphur, coal-tar creosote, arsenic, 
or similar agents, into which animals infected with lice and other 
vermin may be plunged for treatment. 

The word “Dry-Dip,” employed in connection with animal 
husbandry, would presumptively mean some dry or powdered 
preparation intended to perform the same service. This proposi- 
tion, however, is not left to presumption or speculation, as counsel 
specifically agreed (among other facts bearing on the case, which, in 
view of the conclusion reached by us, it is unnecessary to state), 
that “the dry dip sold by the defendant and the dridip sold by 
plaintiff is a dry powder, and is used by sprinkling on the animal.” 
So it appears that the dry-dip served the same purpose and accom- 
plished the same result as the liquid dip, with an unimportant 
difference—in their application. The infected animal is driven 
or plunged into the liquid dip, while the dry dip is sprinkled upon 
the infected animal. In view of these considerations, plaintiff 
certainly could not have appropriated the compound word “ Dry- 
Dip” as its trade-mark. Such a word would unquestionably 
have been accurately descriptive of the article sold or dealt in by it. 

(2) Does the fact that plaintiff misspelled the first member of 
its compound word, in such a way, however, that its necessary 
pronunciation is the same as “Dry-Dip,” make the misspelled 
word any more available to exclusive appropriation by it? We 
think not. In Trinidad Asphalt Manufacturing Co. v. Standard 
Paint Co., 163 Fed. 977, 90 C. C. A. 195, affirmed by the Supreme 
Court in 220 U. S. 446, 31 Sup. Ct. 456 (Reporter, Vol. 1, p. 10], 
we had occasion to consider whether the plaintiff could secure a 
trade-mark in the word “ Ruberoid,” notwithstanding the conceded 
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right of the public to make use of the word “rubberoid,”’ and we 
there said: 


“A public right in ‘rubberoid’ and a private monopoly of ‘ruberoid’ cannot 
coexist. They are inconsistent and trespass upon each other, and under the 
law of trade-marks the latter must give way. To the contention that ‘ruberoid’ 
is fanciful or arbitrary, it must be said that no one can restrict or destroy the 
public right by the coinage and monopoly of a word that is a near imitation of 
one, the use of which is open to all for the truthful description of articles of trade 
and commerce.” 

To these propositions many illustrative cases are cited to 
which attention is directed. In addition to the teaching of that 
case, which seems to us conclusive of this, attention may be called 
to the fact that Act March 3, 1881, c. 138, 21 Stat. 502, entitled 
‘An act to authorize the registration of trade-marks and protect 
the same,” requires as a condition to such registration that the 
applicant must make a showing that: 


“No other person, firm, or corporation has the right to use the mark sought 
to be registered, either in the identical form or in any such near resemblance thereto 
as might be calculated to deceive.” Section 2. 

While this act relates to registration only of a trade-mark, it 
nevertheless discloses the disapprobation of Congress to the use 
of any word as a trade-mark which may tend to confuse or deceive 
the public. The word “Dridip” may be a misspelling of the word 
“Dry-Dip.”” This, however, depends upon whether the phonetic 
method of spelling is practiced or not (many educated and more 
uneducated persons do practice it). But, however this may be, 
there can be no possible difference in the pronunciation of the two 
words. They sound alike to any listener or bystander. 

The rule governing the doctrine of idem sonans is that abso- 
lute accuracy in spelling words is not required in legal documents 
or proceedings, whether civil or criminal. If the name, as spelled 
in a document, however incorrectly, conveys to the ear, when 
pronounced according to the commonly accepted methods, a sound 
practically identical with the name as correctly spelled, the name 
thus given is a sufficient designation of the individual referred to, 
and no advantage can be taken of the clerical error. See Hubner 
v. Reickhoff, 103 Iowa, 368, 72 N. W. 540, 64 Am. St. Rep. 191; 
Robson v. Thomas, 55 Mo. 581. Manifestly then, the word “ Dri- 
dip”’ could no more be appropriated as a trade-mark than the 
concededly descriptive word “Dry-Dip.” 
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(3) Some argument is made that the fact of registration of the 
word “Dridip” as a trade-mark conferred upon the plaintiff some 
additional right. This is not correct. If there be no valid com- 
mon law trade-mark by the appropriation and use of a word or sym- 
bol that indicates origin or ownership, as distinguished from describ- 
ing the article manufactured or sold, the bare fact of registration 
cannot make it so. Registration is only prima facie evidence of 
ownership. See Act March 3, 1881, c. 138, § 7, 21 Stat. 502. If 
that presumption is overcome by the facts in a given case, then 
registration is of no avail. 

Our conclusion is that the word “Dridip”’ is so descriptive of 
the article manufactured and sold by plaintiff that it cannot be 
the subject of a lawful trade-mark. With this conclusion, no 
consideration need be given to the defense of a noninfringement. 

Judgment of the District Court is affirmed. 


PRESIDENT SUSPENDER Company v. HuGcu G. MacwiLiiam 
United States District Court 
Southern District of New York, January 10, 1916 


1. TRADE-MArK—ASSIGNMENT. 
A transfer of the entire business and good will of an article sold under a 


trade-mark takes with it the title to the trade-mark itself, for that is appurte- 
nant to the business. 


2. TrapE-MarK—NAME OF A PATENTED ARTICLE. 

The doctrine that the name under which an article has been sold becomes 
public property upon the expiration of the patent does not apply to an arbi- 
trary name which is not really descriptive of the article, which may be described 
by other words. The trade-mark “President” for a patented suspender held 


to continue as the property of the manufacturer after the expiration of the 
patent. 


In Equity. On final hearing. Decree for plaintiff. 


Robert Cushman, for plaintiff. 
W. P. Preble, for defendant. 


Hoven, District Judge:—Plaintiff is a corporation which 
prior to 1914 was known as the C. A. Edgarton Manufacturing 
Company. It has for many years been engaged in the manufac- 
ture and sale of suspenders and garters, and possibly other similar 
articles. Its corporate existence has been continuous and it will 
hereafter be called the President Company. 
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Plaintiff’s position summarily stated is that as the owner of 
the patent in suit it uses the invention thereof in the manufacture 
of what it calls and sells as ‘President Suspenders.”” That it has 
an established trade-mark in the name “President” as applied to 
suspenders as evidenced by registration and established by long 
use in connection with its business; and that the defendant has 
lately begun to manufacture and offer for sale a suspender of his 
own make which he calls by the trade name “President,” dresses 
or prepares it for sale in a manner similar to that long employed by 
plaintiff, and embodies in his style of suspender the invention of 
the Adams Patent. 

It is conclusively proven, and indeed almost admitted, that 
the alleged infringing article ‘‘Macwilliam’s suspender”’ is in all 
material respects substantially a copy of what the complainant 
has made for at least fourteen years. 

This litigation grows out of an agreement made between plain- 
tiff and defendant on October 1, 1898, a piece of legal draughts- 
manship good enough to withstand criticism under almost any 
circumstances, yet not drawn with sufficient foreknowledge of the 
unexampled pecuniary success that lay before the humble inven- 
tion of a pair of cord back suspenders. The parties to this litiga- 
tion and to that contract are (in a very true sense) here quarrelling 
over the business unexpectedly created by the aforesaid patent 
and remaining to be fought over upon the expiration thereof. 

For some time prior to 1898 Macwilliam was engaged in busi- 
ness in St. Paul, Minnesota. On August 16, 1898, there was 
issued to him Patent No. 609,286 for a pair of suspenders. It was 
proven that even in a small way Macwilliam could make this 
patented suspender and profitably sell it at fifty cents. By Octo- 
ber 1, 1898, he could be fairly said to have an established but small 
business in this patented article. The patent itself was said at 
bar to have been the subject of some litigation in which success 
attended the patentee. If this is true it was not of sufficient im- 
portance to give rise to any reported case (See Shepard’s Digest of 
Contested Patents). On the date last mentioned Macwilliam 


granted to the President Company a license, exclusive (except as 


ito the State of Minnesota, wherein he had previously made other 


arrangements with a firm mentioned in the contract) “to manu- 
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facture and sell within the United States to the end of the term 
for which said Letters Patent were granted, suspenders containing 
said patented improvements,” subject to certain conditions of 
which the material ones are as follows: 

(a) That Maewilliam should turn over and transfer to the 
President Company “the good-will of his present business of 
manufacturing and selling said suspenders within the United States, 
and all orders he now has or may hereafter take within the United 
States, for the said suspenders.” 

(b) That Maewilliam will not manufacture or sell suspenders 
containing said improvements within the United States during 
the term of said license. 

(c) That the President Company should pay Macwilliam a 
royalty of twenty-five cents for each dozen pairs of suspenders 
containing said patented improvement and sold by it, which royalty, 
however, should not be less than $300 for the first quarter year of 
the life of the license, and should never thereafter be less than 
$2,000 per annum. 

After the execution of this agreement Macwilliam closed out 
his business in St. Paul, shipped to plaintiff his stock in trade and 
thereafter and until the expiration of the patent, took no part in 
and exercised no supervision over the business of making suspen- 
ders. By agreements, the nature of which is not shown in this 
litigation, he contributed toward a very extensive advertising 
campaign on behalf of his suspender, for which he had prior to 
the grant of his patent devised and used the arbitrary name 
“President”; and he had also at the same early period habitually 
put a paper band bearing the colors of the American flag around 
the web of each pair of his suspenders. 

This name and distinctive dressing furnished material for 
advertising efforts toward which for approximately one-half of 
the life of the patent Macwilliam contributed two-sevenths and 
plaintiff five-sevenths. 

The expense of advertising was very large, but as a result 
thereof, and not at all in my opinion as the result of any peculiar 
merit in Macwilliam’s invention, the business of selling President 
suspenders enlarged in volume and expanded geographically until 
this article of dress has been sold all over the world, and at the rate 
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of twenty-five cents royalty per dozen pairs Macwilliam has re- 
ceived over and above all his contributions to advertising about 
half a million dollars. 

It is admitted that not having the benefit of legal advice the 
President Company in the early days of its license agreement with 
Maewilliam conceived the idea that Macwilliam and not themselves 
should protect by registration the word “President”’ as a trade- 
mark. Accordingly, and apparently at the instigation and sug- 
gestion of the plaintiff, Macwilliam registered the word “ President” 
as a trade-mark for suspenders on May 16, 1899 (No. 32865). 

As the years passed, as business and profits increased and the 
termination of the patent began to be thought of, the plaintiff 
(evidently under advice of counsel) conceived the idea that it had 
come to be the owner of the word “President” as a trade-mark 
applicable to suspenders, and it in turn registered the same word 
for the same purpose on February 4, 1913 (No. 90103). 

The President Company has always done business at Shirley, 
Mass. It manufactured and long had manufactured suspenders 
of other kinds beside the President, and for some years past and 
probably as early as 1909 plaintiff began to associate the word 
“Shirley” with the word “President” in its advertising matter 
and on boxes and wrappings surrounding its product. It even 
put the legend (though this was probably at a somewhat later 
date) “The Shirley President” upon the tri-colored paper band 
which surrounded, and always has surrounded, a part of the web- 
bing of the President Suspender. 

I believe the fact to be that as the expiration of the patent 
loomed near, plaintiff perceived that Maecwilliam was intending 
to do what he could toward resuming the suspender business as 
soon as the expiration arrived; and therefore associated the word 
“Shirley” with “President” partly because even if it could not 
maintain an exclusive hold upon the word “President” it was 
hoped that the two words together might still be its own peculiar 
property and become associated with a desired article in the public 
mind. 

It is, however, also true that plaintiff used this word “Shirley” 
in conjunction with the arbitrary trade-names of other articles of 
its own manufacture. It was and is now a kind of “house flag” 
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or generic trade-name; whereas (e. g.) “‘President” is a specific 
trade-name. 

Immediately upon the expiration of the patent on August 15, 
1915, Maewilliam did begin to do just what I think he was expected 
to do, and what is the cause of this litigation. 

A counterclaim has been embodied in the answer in this case 
in which Macwilliam sets up his own assertion of right to the 
trade-mark “‘President” and seeks to enjoin plaintiff from its 
continued use. 

Contemporaneously with the progress of this cause there have 
been two interferences in the Patent Office, a reference to which 
will save some writing on my part. Without any regard to the two 
registrations of the word “President” as a trade-mark hereinabove 
referred to, Macwilliam on June 26, 1914, took time by the forelock 
and applied for a registration in his own name of the word “ Presi- 
dent” as a trade-mark for suspenders. Against this application 
the plaintiff herein appeared in opposition, and contemporaneously 
filed a petition in the office for cancellation of the hereinabove 
referred to Certificate 32865, granted to Macwilliam on May 16, 
1899. 

The ground of this petition and opposition is the same as the 
foundation upon which rests the major portion of this suit. A 
syllabus may be made of it thus: 

(a) In 1898 Maewilliam owned a suspender business. 

(b) He also owned the word “President” as a trade-mark 
applied to his suspenders. 

(c) He had also established the habit of dressing his President 
suspender with a tri-colored band around the web. 

(d) By October 1, 1898, the President suspender so made, 
dressed and sold by him embodied the invention contained in his 
Letters Patent 609286. 

(e) On the date last given Maewilliam for a valuable consid- 
eration sold the good-will of his business and the business itself to 
the plaintiff. 

(f) There is no such thing as the conveyance of a trade-mark 
in gross; it must as matter of law be appurtenant to a business. 

(g) Also as a matter of law the sale and transfer by paper 
writing of the good-will of a business, accompanied by a delivery 
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of the tangible assets thereof, is a transfer of the business itself and 
everything appurtenant or belonging thereto. 

(h) Thereafter by the skill, energy and capital of plaintiff the 
business so transferred, 7. e. the business of making and selling 
President suspenders has grown, such growth not being dependent 
upon any particular merit in Macwilliam’s invention nor to any 
personal effort on Macwilliam’s part. 

Each and all of the foregoing propositions have been resolved 
in favor of the plaintiff by the Examiner of interferences, whose 
opinions have been submitted to me. With them I concur. 

The result in the Patent Office has been that Macwilliam’s 
earlier registration has been cancelled and his later attempted 
registration denied, so that when this case was submitted, so far 
as the records were concerned the plaintiff was the registered owner 
of the trade-mark “President” as a registered device for suspen- 
ders. 

The foregoing findings of fact do not seem to me to require 
expansion. The conclusions of law hereinabove stated are I 
think fully sustained both by reason and the authority of the de- 
cisions cited by plaintiff, especially Weener v. Brayton, 152 Mass., 
101; Fairbanks Co. v. Ogden Co., 220 Fed. Rep. 1002 [Reporter, 
Vol. 5, p. 167], and Hopkins on Trade-marks, 2d ed., p. 23. 

I am therefore of opinion that although when the patent 
expired the thing advertised as the President suspender became 
public property, the business of making that thing and vending 
it under the name “President,’’ and with the descriptive band 
around the web, remained by assignment in the hands of the 
plaintiff. 

I am also of opinion that the value which attaches to the 
trade-mark in question is so whollythe result of plaintiff’s activity 
that entirely irrespective of what I believe to be the contractual 
rights of plaintiff, it would be entitled to retain control of the word 
as long as it manufactures the thing, on the simple ground that if 
it were compelled to share the privilege with another (even Mac- 
william) that other would be getting something for nothing. 

Nor am I convinced that there is any substance in the con- 
tention that the association of the word “Shirley” with “ Presi- 
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dent”’ has either diminished plaintiff’s rights or enlarged those of 
defendant. Even if it be true that the habit of years has trans- 
formed the trade-mark “President” into the trade-mark “‘Shirley 
President,”’ yet it is also true that another man who manufactures 
the same thing under the name “President” would infringe upon 
the trade-mark “Shirley President.” Foster v. Foster, L. R., 7 
(Chan.) 611; Sazlehner v. Eisner, 179 U.S., 19. 

So far as the trade-mark part of this cause is concerned the 
only point that disturbed me when the matter was argued at bar 
was an inclination to think that since Maecwilliam might manu- 
facture the thing known as “President Suspender,” he might call 
it by the name to which the public was accustomed. I am con- 
vinced that this inclination was erroneous (1) because the name 
“President” is not really descriptive. An arbitrary name may 
become descriptive when there is no other word by which to make 
description. This is perfectly illustrated by the famous Linoleum 
case; but that is not applicable here. 

(2) I am also now persuaded that I did not give sufficient 
weight to the evidence which on consideration shows that (as 
above indicated) the vogue and success and importance of the 
word “President” as a trade-mark is not due to the merit of the 
thing but to the persistence of the advertising and the push of the 
plaintiff. 

It was also an attractive suggestion on behalf of the defence 
that since Macwilliam had contributed to the advertising, the 
importance of which was never denied, he ought equitably to be 
admitted to some share in the profits of the business that grew out 
of that advertising. Upon the whole I incline to think he has 
been sufficiently rewarded by the extraordinary profits that have 
fallen to his share out of this trivial invention. He did contribute 
to the advertising, but it was the advertising and not the inventive 
merit that gave him his royalties. Therefore he got his pay out 
of the royalties and must be presumed to have had that in contem- 
plation when he made the contributions. 

But whether the foregoing be legally conclusive or not, these 
equitable considerations cannot prevail against what I believe to 
be the necessary and inevitable legal result of the conveyances 
and course of business hereinabove sufficiently set forth. 


Foner 
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To that portion of the bill which complains of unfair compe- 
tition there is substantially no defence. Whatever may be Mac- 
william’s rights in the trade-mark he cannot appropriate a form 
of dress which has nothing to do with the trade-name. Centaur 
Co. v. Hughes, 91 Fed. Rep. 901. 


* * * * * 


As to the Adams patent, the bill is dismissed. In all other 
respects the plaintiff may take a decree as prayed for. Costs are 
awarded to the plaintiff. 


THe Bautpwin Company v. R. S. Howarp Company 
United States District Court 


Southern District of New York, May 15, 1916 


1. Proper Name—Ricut to Use. 

A piano salesman who procures pianos to be made by his employer under 
his name ‘‘ Howard” and sells them on a commission basis is a mere employee 
and has no business or trade-mark. The right to use the name as applied to 
pianos and the good will of the business built up therein belongs to the em- 
ployer. 

2. UnratR CoMPETITION—UsE or Proper NAME. 

An employee who under the above circumstances leaves his employer 
and organizes a corporation bearing his name, must so use his name as to 
differentiate his product from the product manufactured and sold by his em- 
ployer under that name. 

3. Patent OrriceE PRocEEDING—INSUNCTION. 

Injunction denied to restrain further prosecution of proceeding for can- 
cellation in the Patent Office. Whether the court has the power to do so 
queried. 


Final hearing in Equity, plaintiff suing for infringement of 
trade-mark 31,411 registered May 8, 1898; also of trade-mark 
46,993, registered October 17, 1905; also of the name “Howard” 
as a common law trade-mark for pianos, and for unfair competi- 
tion in that the defendant uses, or threatens to use the name 
“Howard” in marking, and in connection with the sale of pianos 
as distinguished from the name “R. S. Howard Company,” “R. 
S. Howard Co.,” or “R.S. Howard.” 

The registered trade-marks referred to cover the word “ How- 
ard”’ as applied to pianos, the earlier one in connection with certain 








BALDWIN CO. V. R. S. HOWARD CO. 311 


initials indicative of the selling corporation, and the later one the 
same word displayed in a peculiar or distinctive manner or type. 

The prayer of the bill is for the usual relief, and in addition 
that defendant be enjoined from further prosecuting certain can- 
cellation proceedings now pending in the Patent Office in respect 
to the said two trade-marks. 

The plaintiff company is the successor in interest, title and 
business of the concerns (inter alios) which registered said two 
trade-marks. Those concerns either made or sold (or both) 
pianos marked conspicuously “Howard” and known as Howard 
pianos. Since 1896 the plaintiff and its predecessors in title and 
business have pursued this trade, and the mark “Howard” has 
always been associated with a continuous trade which now belongs 
to the plaintiff. The foregoing is so abundantly proven (and to a 
large extent undisputed) that the whole line of corporations or 
partnerships antecedent in business to the present plaintiff will 
be hereinafter spoken of as the “Baldwin Co.” or the “ Baldwin 
concern.” 

The defendant company was organized in 1902 for the purpose 
of manufacturing and selling pianos. In it Mr. Robert S. Howard 
was and always has been the controlling spirit. The Company 
(so to speak) was made out of a piano factory in the City of New 
York plus the selling ability and salesman’s reputation of Mr. 
Howard. 

The defence is that the R. S. Howard Company is the succes- 
sor of Mr. Howard, who was the first to adopt and use the name 
“Howard” as a mark for pianos in the year 1889; that he so con- 
tinued until 1902, when he transferred his business, including the 
trade-mark or mark or name ‘“‘ Howard” to the defendant, which 
has continued to use that name down to the time this suit began. 

Defendant therefore counterclaims and prays for affirmative 
relief in that it may be adjudged to be the sole owner and entitled 
to the exclusive use of the name “Howard” as a trade-name or 
trade-mark applied to pianos, and that the plaintiff be enjoined 
from using that name or the name “Howard Piano Company” 
in connection with the manufacture and sale of pianos, and also 
from registering the name “Howard” as a trade-mark in foreign 
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countries, and be compelled to cancel the existing registrations in 
the Patent Office. 


Lawrence Maxwell, Edmund Wetmore, John E. Cross, and 
Oscar W. Jeffery, for plaintiff. 
Samuel S. Watson, for defendant. 


Hoven, D. J.:—The cancellation proceedings above referred 
to were brought long before this suit, and the record herein largely 
consists of the evidence taken in the Patent Office by both parties. 
It is exceedingly voluminous, and descends into great detail. 
About these details there is that uncertainty, if not contradiction 
in nonessentials, which must always be the case when even intelli- 
gent and well-intentioned men testify regarding occurrences of 
many years ago. 

After perusing the entire record, however, I am of opinion that 
as to all relevant facts (in the sense of visible or audible phenomena) 
there is almost no difference between the parties hereto. Con- 
tradictions exist, but they are rather in the inferences to be drawn 
from what was said or written than in respect to the happening 
of this or that event. I shall, therefore, make the findings of fact 
herein comparatively brief. 

Mr. Robert S. Howard began his active career as a piano 
tuner in Ohio about 1877. He plainly developed ability far be- 
yond the usual as a salesman, until in 1889 when he entered the 
employment of the New England Piano Company of Boston. I 
have no doubt that Mulcahy (one of the principal employees of 
the New England concern) testified accurately when he said that 
though he had never before met Mr. Howard, he had known of 


‘him for years as a piano salesman and traveller, and “we” (the 


New England people) “all congratulated ourselves on making the 
connection with him.” 

Nor is it doubted that Mr. Gibbs of Chicago, who had known 
Mr. Howard for a long time, correctly described him as a “very 
popular and prominent traveller and well liked by the trade.”’ 

The New England Company manufactured pianos in a Boston 
factory, one entrance to which was on Howard Street. There are 
indications that this fact had something to do with the use of the 
name “Howard”’ by that concern; but undoubtedly the principal 
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and controlling reason for selling pianos of their make with any 
variant of the word “ Howard”’ on the “fall-board”’ was due to the 
fact that Mr. R. S. Howard wished to have it done when he became 
a salesman for the Company.! 

The New England Piano Company’s product consisted of two 
grades of pianos. The superior quality bore and was sold under 
its own name; the inferior product (consisting of about 40 per 
cent of the output) was given any name that any customer wished, 
and Mr. Howard’s selection of his own name was but one instance 
of a common but harmless trade deception. It assisted Mr, 
Howard in selling pianos. The position of the purchaser is 
amusingly stated by Scanlon, who, when he was asked as to 
how a man who bought the piano knew the maker, replied, “You 
will have to ask that question of the fellow who sold it to him; I 
never attempted to explain that.” 

The first consignment of pianos bearing any variant of the 
name “ Howard” went from the New England factory to the Pacific 
Coast in 1889, and I have no doubt from the testimony of Howard 
himself and from that (inter alios) of Fox of Chicago, and Dierks 
of Pittsburg, that Howard represented that the pianos he was 
selling were “made for him” by the New England Piano Company. 
This statement was not true. Mr. Howard did give to Scanlon 
and others his views as to how a piano should be regulated, both as 
to tone and action, and he probably also expressed opinions as to 
what constituted an attractive case; but it amounted to no more 
than what Scanlon testified to, viz.: that it was always his custom 
with anybody that he employed to represent the concern outside, 
to have them go to the factory, see how the product was created, 
and “‘we were always glad to get suggestions, and always ready to 
try the suggestions. ”’ 

The New England Company’s pianos that Howard sold were 
simply its second quality instrument, and he was a salaried em- 
ployee. He did not buy the pianos, nor sell them at his own risk. 
Indeed, Howard himself testified (in the cancellation proceeding 
and before this suit brought), “I never worked on a commission 
in my life.”” But he was paid a stipulated salary by the New 


__ | The New England Piano Company was the trade-name of one Scanlon, but 
it will be spoken of throughout this Opinion by its corporate sounding title. 
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England Company, which salary was not based on the number of 
pianos sold in any year, although he did get (apparently as a 
gratuity) $1,000 more than his agreed salary the first year he 
worked for the New England concern, and thereafter his salary 
was increased from year to year. 

In 1894 Howard transferred his allegiance to Fischer & Com- 
pany, but until 1896 or 1897, whenever he got a chance to sell a 
piano with the Howard mark upon it he did so and sent in the order 
to the New England Company. Scanlon says this ceased about 
1897; it probably stopped in 1896. No other salesman except 
Howard sold pianos with the “Howard” mark upon them. No 
“royalty” was ever paid for the use of this name, but, as Howard 
himself testified, the sales were made “for the good of the New 
England Piano Company’s business as a whole.” 

There is no doubt that from the time any variant of “Howard” 
was inscribed upon pianos the retail trade, the user and the public 
generally spoke of them as “Howard” pianos; but there is no 
completely satisfactory proof that the New England Company 
ever put out any piano bearing the word “Howard” alone. There 
is evidence that it was done, but after the most careful search, 
but one specimen of such a piano has been found in the whole 
United States, and I do not think that the exact date of this piano 
has been clearly shown. It is found that any use of the word 
“Howard” on the fall-board of a piano made by the New England 
Company was sporadic; but there were thousands sold under the 
title “R.S. Howard & Co.,”’ ‘Howard, New York,” “Howard & 
Co., Boston” and “R. S. Howard & Co., Boston.”’ After 1896 
the New England Company completely ceased using any variant 
of the word “ Howard”’; whatever right or title they had in or to 
that name was abandoned. 

In that year Howard entered the employment of the Baldwin 
concern. The arrangement was oral, and with a Mr. Wulsin, who 
died before suit was brought. Howard says that pianos bearing 
his name were to be manufactured for him at an agreed price, of 
which he had a memorandum, and he was to be credited with the 
difference between that price and the price he obtained for them; 
which was the same arrangement that he had had with the New England 
Company. He guaranteed all the pianos, and purchased outright 
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from the Baldwin Company a good many instruments, which he 
either sold to dealers or consigned to them. 

This testimony is untrue, because he never had any such 
arrangement with the New England Company, and it is utterly 
inconsistent with his previous oath that he never worked on a 
commission in his life. ‘The account books produced by the plain- 
tiff persuade me that until 1899 Howard did work on a commis- 
sion; he did sell pianos bearing the name “Howard” with the 
adjuncts set forth in the first registered trade-mark; but he also 
sold all the other makes produced by the plaintiff! if he could; 
and any other salesman for the plaintiff sold “Howards” if he 
found a market for them. 

It is true that if Mr. Howard found a customer whom he 
liked and would take a risk on he guaranteed the account; but 
the sale was always made by the plaintiff, and the business of 
selling was the plaintiff’s; and it was not until 1896 that the word 
“Howard” alone was habitually and extensively used on the fall- 
board of any piano. 

In 1899, by written agreement, Howard became a salaried 
salesman for plaintiff, and within the territory allotted to him 
continued to do just what he had done from 1896-1899. In 1902, 
he resigned from plaintiff’s employ, established the defendant 
Company, and began to put out pianos uniformly marked on the 
fall-board with the corporate name. I am of opinion that there 
is no evidence that defendant corporation has ever put the word 
“Howard” alone on the fall-board of a piano; but there is no 
denial of the statement that beginning in or about 1913, the name 
“Howard” unaccompanied by any initials or addendum was 
placed on the back of the piano. 

The result of the foregoing is that with the exception of a few 
sporadic instances of which only one has (even by defendant’s 
contention) been located, the only piano labelled on its front with 
the word “Howard” (simpliciter) ever put forth is plaintiff’s 
instrument, of which the sales have grown from about 140,000 in 
1896 to upwards of a million dollars in 1914. This business is the 


1 It is to be remembered that the word “plaintiff”’ as used herein covers not 


only the Baldwin Company, but all its predecessors in business and assignors of 
business. 
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result of the energy of the plaintiff, undoubtedly assisted from 
1896-1902 by Mr. Howard, for which assistance he was fully paid 
at rates presumably satisfactory to himself. 

The foregoing findings of fact (if correct) leave the case resting 
upon legal principles so simple as to require but little discussion. 

In and prior to 1896, if anybody had or could have a trade- 
mark in the word “Howard” or any variant thereof as applied to 
pianos, the New England Piano Company had it. Whatever that 
Company had it abandoned. 

If Howard’s story of the relations established by him with the 
Baldwin concern in 1896 were true, a good deal might be said in 
favor of the proposition that he had a trade-mark. 

But not only is the statement untrue because inconsistent 
with other testimony of his own, and with the account books of the 
plaintiff (as above shown), but it largely consists in Howard’s 
narration of what Mr. Wulsin said to him on his becoming a Bald- 
win salesman. This evidence is obviously obnoxious to Section 
829 of the New York Code of Civil Procedure; but if considered, 
such consideration renders Mr. Wulsin’s report to his corporation 
of the circumstances of Howard’s employment competent evidence. 

Having regard to the probabilities of the matter and to the 
contradictions of Howard’s testimony, I have no doubt that, as 
Wulsin stated, it was “clearly understood that the use of this 
name (‘Howard’) gives no rights to Mr. Howard other than his 
privilege to sell to dealers acceptable to us,—his compensation 
being price received in excess of $95 for style 7.” 

If Howard had no business when he entered the Baldwin 
employ, and his agreement with plaintiff was as above found, he 
certainly created no business during his period of employment in 
the sense that must be assigned to that word in order to sustain 
trade-mark rights. , 

Down to 1902 Howard was not a manufacturer, a jobber or a 
retailer of pianos; he was a salesman, receiving (as he says) a 
salary only; or (as I believe) sometimes a salary and sometimes a 
commission, perhaps at times both; but always and all the time 
his relation to his employers was exactly that of a highly favored 
clerk who sells (for example) neckties over a counter, and being a 
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well-dressed man himself is permitted to call one of his employer’s 
styles of neckties by his own name. 

That there can be no such thing as a transfer of a trade-mark 
in gross is too true to need citation to support it. If in 1902 
Howard had no established business of his own, he had no trade- 
mark. 

That Mr. Howard had an established and well tested capacity 
to get business and make business is an entirely different thing; 
this he had, and this, and this alone, he contributed to the R. S. 
Howard Company. It seems to have turned out a valuable con- 
tribution. But because he had no business other than his own 
active mind and winning ways in 1902, he could not hand over to 
the defendant any rights even in his own name which were appurte- 
nant to and dependent upon a business of manufacturing, buying 
and selling belonging to him. As above pointed out, he was not 
even a jobber, and never had been, and therefore the case much 
relied upon by defendant of Nelson v. Winchell, 203 Mass. 75, is 
inapplicable. 

What Howard did have in 1902 was the undeniable right to 
use his own name in his own business, and this he has done, and 
this is all he hoped to do (in my judgment) until about 1904, when 
he began to talk with plaintiff’s New York representative about 
getting sole control of the name “Howard.” He followed up this 
thought in 1905 by beginning two actions in the Supreme Court 
of this State against plaintiff and some of its officers. The com- 
plaint in that case is instructive. It sets forth over Howard’s 
verification that since 1889 Howard had manufactured or caused 
to be manufactured and sold a style of piano “created by him” 
which he caused to be marked with the name “Howard.”’ That 
in 1897 after Howard had been manufacturing or causing to be 
manufactured and sold pianos bearing this name of “Howard” 
for upwards of eight years, he entered into an agreement with 
D. H. Baldwin & Co. whereby that concern “agreed to manufac- 
ture said pianos bearing the name ‘Howard’ for said Robert S. 
Howard.” And finally this complaint states that in consideration 
of this agreement he permitted Baldwin & Co. to use his name 
“Howard” upon pianos manufactured by them for sale in their 
stores. 
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It is further instructive to compare this verified complaint 
with defendant’s verified application to cancel plaintiff’s trade- 
marks herein. In that application it is said that in 1889 and prior 
thereto Howard was engaged in New York in the sale of pianos 
manufactured for him, and in that year he adopted “Howard” 
as his trade-mark for the pianos manufactured for him and sold by 
him, and that he continued to have pianos so manufactured and 
marked continuously until the time he transferred said trade-mark, 
together with his business of manufacturing and selling pianos 
to the defendant herein. 

The pleadings in the New York Court, in the Patent Office and 
in this Court when compared with the testimony appear to me to 
furnish very strong confirmation of the result in matters of fact 
above attempted to be set forth. 

This course of pleading and defendant’s line of argument all 
rest, I think, upon the assumption that a trade-mark or trade-name 
is something that belongs to the first devisor thereof through every 
change of his business relations, and follows him like a Patent or a 
copyright. On this point the recent decision in Hanover Co. v. 
Metcalf, 240 U. S. 403 (Reporter, Vol. 6, p. 149] is perhaps 
sufficient authority. My own views I have set forth at some 
length in Carroll v. M’Ilvaine, 171 Fed. Rep. 125, aff’d 183 Fed. 
Rep. 82, and lately in President Suspender Co. v. Macwilliams, 
Opinion dated January 10, 1916 [Reporter, Vol. 6, p. 303]. 

The net result is that plaintiff, and plaintiff alone, is entitled 
to use the word “Howard” (simpliciter) on the fall-board of pianos, 
in the name of the Company that manufactures those pianos or 
handles them or sells them, and in advertising matter relating to 
pianos. Similarly the defendant and defendant alone is entitled 
to use “R.S. Howard,”’ or “Robert S. Howard”’ in like manner. 
In other words their relations to the word “Howard” must remain 
as heretofore, and as acquiesced in by both parties until in 1914 Mr. 
Howard began the cancellation proceedings in the Patent Office. 

I am inclined to think that if this Court has the power, it is 
inadvisable to seek to prevent the continuance of the cancellation 
proceedings in the Office. 

It is plain to me that the object of these proceedings is prima- 
rily to get rid of something which constitutes an obstacle to the 
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extension into certain foreign countries (e. g. Cuba and Uruguay) 
of the business of the R. S. Howard Company. 

I doubt whether under our law the name “ Howard,”’ being a 
not infrequent surname and place name, can be appropriated as < 
strict trade-mark. I have no doubt that the original registration 
of 1898 was made with the full knowledge and consent of Mr. 
Robert S. Howard. He admits the knowledge; the consent is 
implied from the course of business. But if he could not make a 
strict trade-mark out of his own name, I am unable to see how 
anybody else could do it even with his consent. 

The defendant’s counterclaim must be dismissed with costs, 
and the plaintiff given a decree with costs; but I incline to ground 
that decree solely on principles of unfair competition, and leave 
the trade-mark situation to take care of itself; but upon this point 
I am willing to hear further argument if the matter is pressed, as 
it was not much alluded to in argument. 





CHAPIN-SACKS MANUFACTURING CoMPANY v. HENDLER 
CREAMERY Co. 


(231 Fed. Rep., 550) 


United States District Court 


District of Maryland, March 16, 1916 


1. TrapE-Mark—Descriptive Term. 

The words “The Velvet Kind” applied to ice cream have been used in the 
trade by manufactuers in various parts of the United States as indicative of 
a desirable quality in their product. In view of such usage, it cannot now be 
exclusively appropriated by one manufacturer. It must be regarded as a 
term of trade description. 

2. Unratrk CoMPETITION—TERRITORIAL LimITATION. 

Goods which in the same territory would constitute unfair competition 
are not actionable if done in a territory distinct from that occupied by the 
person claiming to be aggrieved. A manufacturer of ice cream in Baltimore who 
imitates the brand, color of tubs and wagons and the style of advertising of a 
manufacturer in Washington does not interfere with the rights of the latter 
party who has no trade in Baltimore. 


Injunction granted to restrain the goods specified in territory 
occupied by the plaintiff. 


In Equity. On final hearing. Decree for complainant. 
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Isaac Lobe Straus, of Baltimore, Md., and Walter A. Johnson 
and Edward G. Siggers, both of Washington, D. C., for 
plaintiff. 

John Watson, Jr., and Jacob M. Moses, both of Baltimore, 
Md., for defendants. 


Rosse, District Judge:—The Chapin-Sacks Manufacturing 
Company is incorporated under the laws of Virginia. It will be 
called the plaintiff. One of the defendants is a citizen of Maryland. 
He will be referred to by his surname. The other is a Maryland 
corporation. It will be designated the Creamery Company. In 
March, 1912, it succeeded to Hendler’s business. He is its 
president and the active man in its management. 

The plaintiff originally made ice. It thought it could profita- 
bly use some of its output in the manufacture of ice cream. It 
made up its mind to call its product “the velvet kind,” because, 
as one of its officers testified, those words were in keeping with 
the kind of cream it intended to put upon the market. It began 
to make ice cream in the spring of 1905. In December of that 
year it filed an application which ultimately resulted in the reg- 
istration under the federal law of the words “the velvet kind” as 
its trade-mark. 

Defendants also call their ice cream “the velvet kind.” 
Hendler did not begin the use of that phrase until some months 
after the plaintiff had adopted and extensively advertised it. It 
was, indeed, such use and advertisement that suggested it to him. 
In addition to a charge of unfair competition, to be considered 
subsequently, the plaintiff says that defendant infringes its 
trade-mark. Defendant replies: The plaintiff has no trade-mark, 
because the words “the velvet kind,” as applied to ice cream, are 
so far descriptive that they cannot be appropriated to the exclusive 
use of any one maker or dealer. 

Plaintiff admits that the words “the velvet kind” are sug- 
gestive that the ice cream to which they are applied possesses a 
desirable quality, but it says that they are not so far descriptive 
that they may not be made a trade-mark. One may make a trade- 
mark out of a name or phrase which has some element of suggestion 
about it. “Ceresota”’ is a good trade-mark for flour, although 
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perhaps it is made up by the addition to the name of the goddess 
of grain of the last two syllables of the three hard wheat states of 
Minnesota and the Dakotas. Northwestern Consolidated Milling 
Co. v. Mauser (C. C.) 162 Fed. 1004. But no one, by marking his 
flour “Splendid,”’ could prevent others from describing theirs by 
the same word. Ex parte Stokes, 64 O. G. 437. 

Such extreme cases are valuable only as illustrating the 
principle. They give little help when the question is as to words 
or phrases much nearer the line. No useful purpose would be 
served by an analysis of the cases cited by the plaintiff. The 
particular atmosphere of each case, and the personal equation of 
the judge who decided it, play their part. Some words which 
have been held descriptive will not appear to every one to be as 
much so as others which other judges have said were merely 
suggestive. Some cases on which the plaintiff relies, such as 
that of Consolidated Ice Co. v. Hygeia Distilled Water Co., 151 
Fed. 10, 80 C. C. A. 506, are not in point, because the court there 
concluded that the word in dispute, viz. ““Hygeia,” had not found 
a place in our vocabulary as a word of descriptive or qualifying im- 
port. In the present case, the lexicographers and the evidence of 
the trade show that “velvet”’ had, long before its attempted 
appropriation by the plaintiff, been used as such aword. In one 
of its secondary meanings it had been recognized as a synonym for 
softness and smoothness. One of the cases cited is Albers Bros. 
Milling Co. v. Acme Mills Co. (C. C.) 171 Fed. 989. The court 
there stated that, while the word “cream” as applied to rolled 
oats did not seem descriptive, if in point of fact, before its adoption 
by the plaintiff as its trademark, the word had been regarded as 
descriptive by the trade, the plaintiff could not have acquired any 
exclusive right in it. The evidence is very clear that the ice 
cream trade, both before and since the spring of 1905, have con- 
sidered the word “velvet” as descriptive of certain desirable qual- 
ities of ice cream. Before plaintiff tried to make a trade-mark 
out of the word “‘velvet,’’ or the words “the velvet kind,”’ the 
former had been used as descriptive of ice cream by the Detroit 
Creamery Company, the Peoria Wholesale Ice Cream Company, 


by a maker of ice cream in Marshfield, Wis., and by another at 
Erie, Pa. 
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Plaintiff says that it is not shown that any of those persons 
attached those words to the ice cream itself, or to the containers 
in which it was sold, and it therefore argues that such uses did not 
constitute valid anticipations of its mark. The evidence shows 
that before plaintiff called its cream “‘the velvet kind”’ the Detroit 
Creamery Company affixed to the tubs in which it sold ice cream 
the words “velvet brand.’”’ The evidence is probably sufficient to 
show that the Peoria Wholesale Ice Cream Company did as 
much with the word “velvet.” Nevertheless the acquirement 
of a valid trade-mark by an ice cream maker in Detroit and by 
another in Peoria would not, if their trade was strictly limited to 
those cities and surrounding territory, prevent the subsequent 
acquirement by the plaintiff of a good trade-mark in the same 
words for Washington and its vicinity. Hanover-Star Milling Co. 
v. D. D. Metcalf, 239 U.S. 403, 36 Sup. Ct. 357 [Reporter, Vol. 6, 
p. 149]. 

But that is not the question now under consideration. The use 
of the word by so many and by so widely scattered concerns in 
connection with ice cream is evidence that in the trade it was then 
understood and used as descriptive of a quality which was sought 
in that article. The general use before and since of the word for 
that purpose is abundantly brought out in the testimony. The 
evidence shows that, in addition to its use by the plaintiff and the 
defendants, it is or has been used in forty-one different towns or 
cities, distributed over twenty states and one province, from New 
York to Texas, and from Manitoba and Wyoming to Florida. 
The word has now, to universal acceptation, become descriptive of 
ice cream. Few or none of the concerns which are using the word, 
however late their use of it began, are in any wise competing with 
the plaintiff, either fairly or unfairly. It has never attempted to 
sell its product where they sell theirs. If the record did not show, 
as it does, that in the ice cream trade the word “velvet” had 
become descriptive of certain kinds of ice cream before the plaintiff 
went into the ice cream business at all, nevertheless that word 
is now so. Plaintiff has known the trade usage in this respect, 
and has not attempted to check it. It is now too late for the 
plaintiff to assert exclusive rights, if it ever had any. Sazlehner 
v. Eisner & Mendelson Co., 179 U.S. 19, 21 Sup. Ct. 7, 45 L. Ed. 60. 
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Plaintiff points out that the Patent Office has allowed some 
sixty registrations of the word “velvet” as a trade-mark for various 
things. In some, perhaps in the majority, of these cases there 

can be no question that the ruling was right. Where velvet is 

applied to grate bars, furniture casters, bricks, etc., it is scarcely 

suggestive. It is certainly not descriptive. In others of the 

cited cases, the question is a closer one. Registration actually 

was granted to this particular plaintiff for these very words. 

The Patent Office has great practical experience in dealing with 

such matters. Its conclusions are presumptively correct. They 

should not be lightly disregarded; but the evidence that in this 
particular trade, at least, the words had become so far descriptive 
before plaintiff sought to appropriate them that they could not 
be put to its exclusive use, is in my view so conclusive that it 
must override any presumption arising out of the action of the 
Patent Office. 

The conclusions stated dispose of so much of plaintiff’s case as 
rests upon its claim to the possession of a valid trade-mark. But 
that does not necessarily end the matter. 

Plaintiff charges that, irrespective of whether it has or has not 
a good trade-mark, defendants have unfairly competed with it. 
Hendler was living in Washington in 1905. His father had been 
in the dairy business in or near Baltimore. The words “the velvet 
kind,” as displayed by the plaintiff, attracted his attention. He 
seems to have appreciated their advertising value. He returned 
to Baltimore toward the close of the year named, and began 
preparations to go into the ice cream business. He made up his 
mind that his ice cream also should be called “the velvet kind,” 
and when, at the opening of the season of 1906, he began to put 
ice cream on the market, he called it “‘the velvet kind,” and he 
and the Creamery Company have continued to do so ever since. 
In the color of his tubs, in the painting of his wagons, the character 
of his signs, and the methods of his advertising he followed the 
plaintiff. The resemblance in all of these respects is close. Yet 
there is no reason to believe that when he first gave the name 

“the velvet kind” to his ice cream, or when he copied plaintiff’s 
methods of advertising and marketing its wares, he was trying to 
filch its trade. He began his business in Baltimore, and in that 
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city and its immediate suburbs he and his successor have always 
sold much more than nine-tenths of all the cream they made. 
Neither of them has ever sold, or ever tried to sell, any in Washing- 
ton. On the other hand, plaintiff has never sought trade in 
Baltimore, and in point of fact has had none there. It may 
possibly have on a very few occasions, at the request of some in- 
dividual in Baltimore, shipped ice cream to him; but even so 
much is scarcely established, and, if it were, it would be one of 
those very small things of which the law proverbially takes no 
notice. Hendler followed plaintiff, not for the purpose of steal- 
ing plaintiff’s trade, but merely because imitation was easier than 
invention. 

It is scarcely possible to hold one guilty of unfair competition 
in markets in which there was no competition at all. It is true 
that the record shows that defendant’s cream is even now poorer 
in quality than that of plaintiff. It still contains on an average 
of 10 per cent. less butter fat, and it is now admittedly of a better 
quality than it formerly was. Scientific tests of the two creams, 
moreover, show that as a result, doubtless, of more careful methods 
of manufacture, plaintiff’s is a cleaner ice cream, and contains 
markedly fewer bacteria. 

Plaintiff says that Baltimore and Washington are distant 
from each other but forty miles in space, forty-five minutes in time, 
and that the residents of one are frequently in the other, so that 
the reputation of its cream in Washington is impaired by the 
fact that a cream sold under the same name in Baltimore is an 
inferior article. Some such results are conceivable, but it hardly 
seems possible that they can be realized to an extent sufficient 
to make them of any practical importance. Defendant’s cream 
is the poorer cream, yet in Baltimore it has a large and rapidly 
growing sale. Its defects, whatever they are, are not apparent 
to every one’s taste, and in Annapolis, in which it will be presently 
seen the two creams come most sharply in competition, the largest 
retail dealer, and the one whose trade can best afford to be par- 
ticular as to quality, sells defendant’s exclusively. It must be 
remembered that, if plaintiff has not a trade-mark in the words 
“the velvet kind,” it does not even claim to have any exclusive 
rights in the color of its tubs, the shape, color, and general ap- 
pearance of its wagons, or its advertising signs. It is true it 
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has the right that no man shall use any of these things to sell his 
goods to people who want its goods, but for any other purpose 
all the world is free to use any or all of them. In Baltimore and 
everywhere else in which defendant sells its goods at all, except in 
Annapolis and Laurel, there is no chance of defendant taking any 
of plaintiff’s trade, for plaintiff has never had any, and apparently 
never wanted any. 

There has been competition in Annapolis and Laurel. Each of 
these places is about equally distant from Baltimore and from 
Washington. Did the defendants in them compete unfairly with 
the plaintiff? It is probable that Hendler’s ice cream was sold in 
Annapolis before plaintiff’s. It is possible that the tubs in which 
it was there shipped may have been marked “the velvet kind”; 
but, even if that much be admitted, Hendler’s sales were insig- 
nificant in quantity, and there was at that time no advertisement of 
his cream as “‘the velvet kind.” Plaintiff’s business in Annapolis 
was the direct outcome of the high reputation for cleanliness 
and careful manufacture it had already established in Washington. 
It began in 1908. In that year it sold 1,005 gallons. The demand 
grew rapidly, and the sales of 1910 were nearly six times as great. 
In that year Hendler for the first time made any serious attempt 
to do business in the capital of Maryland. He then engaged a 
very capable and energetic agent. He sold 873 gallons. That 
was between one-sixth and one-seventh of plaintiff’s sales the 
same year. In the next three years his and his successor’s business 
grew so that in 1913 the latter sold 4,500 gallons more than he 
had three years before. In the same period plaintiff’s sales in- 
creased 14,400 gallons. 

At the beginning of 1914 plaintiff announced an increase of 
fifteen cents a gallon in the price of its cream. Its customers, as 
those of the defendant, were retail dealers. Most of them refused 
to pay the increased price, when they could get another velvet 
kind for the old, and even, as it turned out, for less. The Creamery 
Company saw its opportunity. It put a delivery wagon on in 
Annapolis, offered to deliver, pack, ice, and salt its cream and 
keep it, while in the possession of the retailer, iced and salted, free 
of charge. This amounted to a reduction of some cents a gallon. 
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It for the first time advertised its ice cream in the Annapolis 
papers as “the velvet kind.” Plaintiff soon reduced its price to 
its former level, but the damage had been done. In 1914 it lost 
nearly two-thirds of its trade. The Creamery Company more 
than doubled its. In 1913 the plaintiff sold nearly four times as 
much as the Creamery Company; in 1914, but little more than one- 
half as much. Plaintiff’s sales fell off 13,000 gallons. The 
Creamery Company’s increased 8,300 gallons. Some, if not all, 
the difference between what the plaintiff lost and the Creamery 
Company gained went to swell the trade of other dealers, who 
did not call their ice cream “the velvet kind.” In 1915 plaintiff 
recovered about two-fifths of the ground it had lost. The Creamery 
Company held the greater part, but not quite all that it had gained. 
In that year the sales of the two creams in Annapolis were nearly 
equal, the plaintiff having a little the best of it. 

When Hendler began to press his sales in Annapolis, he was 
bound to remember that he had taken the name that plaintiff 
gave its cream, and had followed it more or less closely in the way 
of advertising and marketing. He had the right to do so when 
there was no danger of thereby leading people who wanted plain- 
tiff’s cream to buy his. Under the conditions which prevailed in 
Baltimore, there was no occasion to take precautions against 
dangers that did not exist, but where he was in active competition 
with plaintiff, as at Annapolis, the situation was different. He 
had unnecessarily, and merely to save himself the trouble, so 
carried on his business that, in any locality in which both creams 
were sold, confusion with plaintiff’s goods was highly probable, 
if not inevitable. He and his successor have found such confusion 
useful in taking trade away from plaintiff. Under such circum- 
stances he was bound, at his peril, to prevent it. All experience 
shows that, in an article of this kind, the mere fact that he dis- 
played his own name in connection with the ice cream was not 
sufficient to keep people from buying his wares when they wanted 
plaintiff's. Defendants, it is true, have a right to say their cream 
is “the velvet kind,” precisely as they have the right to paint their 
tubs yellow, to use similar delivery wagons, to furnish their 
customers with cabinets which closely resemble those of plaintiff, 
and to display signs and banners which make almost the same 
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impression on the eye as do those of the plaintiff; but they can- 
not do one, or all, or any, of these things for the purpose of confusing 
their goods with those of plaintiff’s. This is especially true when 
their goods are to their knowledge inferior to its. If Hendler 
had taken the trouble originally to design an advertising scheme, 
instead of appropriating that of plaintiff, the defendants would 
not now be subject to any embarrassment. He did not, and they 
must submit to whatever is necessary to protect plaintiff from the 
annoyance and loss resulting from a confusion which they have 
caused. 

Laurel apparently furnishes a much smaller market for ice 
cream than does Annapolis. Defendants’ competition, while 
smaller in amount and less systematic in character, is carried on 
at Laurel in the same way as in Annapolis, and must fall under 
like condemnation. 

The filing in one of the equity courts of the state of Maryland 
in 1910 of a bill against Hendler, charging trade-mark infringe- 
ment, and a failure to press the case, so that the bill was dismissed 
for want of such prosecution, is not a bar to this suit; certainly 
not to the granting of the limited relief to which plaintiff has 
been found entitled. 

A decree will be entered which will so restrain defendants in 
their ways of advertising, marking, and selling their cream in 
Annapolis, in Laurel, and in any other places in which the plain- 
tiff, prior to the institution of this suit, was selling its cream, as 
will remove all reasonable danger of defendant’s cream being sold 
as plaintiff’s, or under the reputation acquired by plaintiff. The 
terms of such decree, if the parties cannot agree upon it, will be 
settled at an early date. 

In view of the fact that the relief asked by plaintiff was much 
broader than that to which it has been found entitled, and that a 
considerable part of the costs were incurred in a contest over the 
claim of the plaintiff to that which has been denied, the decree will 
require each party to pay one-half the costs. 
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DEIsTER CONCENTRATOR Co. v. DEISTER MACHINE Co. 


(112 North Eastern Rep., 906) 


Appellate Court of Indiana 
May 22, 1916 


1. Proper NamMeE—RitcGuHtT To Use. 


The organizer of a corporation to which he gave his own name does not, 
upon the severance of his connection with the company, part with any of his 
rights to the use of his name, in the absence of a specific contract to that effect. 
The right to use one’s own name is limited only by the obligation so to use it 


as not to represent one business, or an article of one manufacture, as that of 
another. 


2. Unratr CoMPETITION—DECEPTION—INTELLIGENCE OF PURCHASERS. 
In determining the likelihood of deception arising from facts alleged to 
constitute unfair competition, account should be had of the character of the 
purchasers to whom the goods are sold. Where the goods are machines sold 


only to those skilled in a particular business, the likelihood of deception is 
diminished. 


3. Unratr CoMPETITION—QUESTION oF Fact. 
No inflexible rule can be laid down as to what will constitute unfair 
competition. It is a question of fact to be determined by the circumstances of 
the particular case, as affecting the likelihood of deception. 


Appeal from a judgment of the Circuit Court, DeKalb County, 
in favor of defendants. Affirmed. 


Elmer Leonard, James H. Rose, Fred E. Zollars, Robert S. 
Taylor, and Edwin M. Hulse, all of Ft. Wayne, for 
appellant. 

Barrett, Morris & Hoffman, of Ft. Wayne, for appellees. 


Moran, J.:—This was a suit by appellant, Deister Concentra- 
tor Company, against Deister Machine Company, Emil Deister, 
William F. Deister, and Charles G. Williams, appellees, seeking 
injunctive relief and damages for unfair competition in trade. 

No error is predicated as to the rulings upon the pleadings; 
therefore it is sufficient to state that the complaint is in one 
paragraph, to which was addressed a general denial and an affirma- 
tive paragraph of answer, to which affirmative paragraph of 
answer a reply in general denial was filed. 

The facts were found specially by the court, and conclusions 
of law stated thereon, which were adverse to the appellant, and 
from a judgment upon the conclusions of law that appellant take 
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nothing by its suit, and that appellees recover costs, an appeal has 
been taken by appellant, assigning as error the action of the court 
in stating the conclusions of law on the facts specially found, and 
in overruling appellant’s motion for a new trial. 

The facts specially found by the court, material to an in- 
telligent presentation of the questions arising thereon may be 
summarized as follows: Appellee Emil Deister for several years 
prior to the bringing of this suit had been engaged in designing a 
machine called a concentrator for the separation of gold, silver, 
copper, and other materials from foreign substances, which, in 
general appearance, resembles a wooden table inclosed on three 
sides, with retaining boards, and when in operation has a vibrating 
movement by which the minerals, on account of their specific 
gravity being greater than that of foreign substances accompany- 
ing the same, drop into riffles or pools in the table, and the foreign 
substance or refuse is discharged at the lower inclination of the 
table. Up to May 21, 1906, he had obtained certain patents from 
the United States government, and on this date incorporated 
appellant company with a capital of $200,000 for the purpose of 
manufacturing and selling such machinery, the patents of which 
he assigned to the company in consideration of fifty-one per cent 
of the stock, retaining the rights to manufacture the same in the 
United States for sale in foreign countries. One-fourth of the 
stock was assigned to William H. Bensman and Walter G. Burns, 
who had rendered him valuable assistance financially. The balance 
of the stock other than a small amount that had been issued to 
secure additional funds was held as treasury stock and thereafter 
sold. Appellee Emil Deister through his inventive genius designed 
new and valuable mining machinery after the incorporation of 
the company, and assigned the patents therefor to the company 
without further consideration. By a process of advertising in 
trade journals and catalogues the business developed so that on 
December 15, 1911, the company had transacted business to the 
amount of $500,000. The numerous patents all bore in some 
manner the word “ Deister,” so that the name became a valuable 
property right. On account of a dissension that arose between 
appellee Emil Deister and other stockholders he and his brother, 
appellee William F. Deister, sold all of their stock in the company 
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to the other stockholders about the first of the year of 1912, appellee 
Emil Deister receiving for his stock the sum of $92,000, but 
neither of the Deister brothers were in any way restricted from 
using the name “Deister’’ thereafter, nor from engaging in the 
manufacture and sale of mining machinery under this name. 
About the time of the organization of appellant company appellee 
Emil Deister sold the same patents assigned to appellant company 
to certain parties for the republic of Mexico, and appellant com- 
pany sold to Emil Deister from time to time a large number of 
catalogues to be used in advertising his trade beyond the borders 
of the United States. The Deister brothers, after withdrawing 
from appellant company, continued in business at Ft. Wayne in 
selling mining machinery in foreign countries, and on June 15, 
1912, they organized a corporation with a capital stock of $200,000 
under the name of “Deister Machine Company,” and in the 
meantime they procured new patents for improved mining 
machinery, which they assigned to the new corporation, which 
latter company proceeded to manufacture for the trade throughout 
the world, and proceeded to manufacture machinery under the 
old patents for the trade beyond the United States and Mexico. 
The new machine used the name Deister in connection with other 
characters and words, and was made on the same general prin- 
ciple as those manufactured by appellant company, differing, 
however, as to the construction and method of operation. The 
business was advertised in trade journals and catalogues, de- 
signating wherein the machinery manufactured and sold differed 
from all other similar machinery for this purpose. The catalogues 
were of different color than that used by appellant company, and 
the advertising matter contained nothing to mislead or deceive 
the public, and bore the further statement, “Note carefully the 
new name.” ‘That since the commencement of this suit appellees 
have advertised that the “Deister Machine Company” was a 
separate and distinct company from appellant company. That 
appellee company was organized in good faith, and with no inten- 
tion of injuring appellant company, and has not attempted to 
sell any of its machines as the product of appellant company. 
The machinery made and sold by both companies is not sold 
through retailers generally, but, as a usual thing, direct to the 
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operators of mines. Slight confusion has resulted in the cor- 
respondence of the respective companies, and this was caused prin- 
cipally by reason of appellee Emil Deister purchasing catalogues of 
appellant company and circulating the same in the Dominion of 
Canada to advertise his foreign business. 

As to the assignment of error based upon the exceptions to the 
conclusions of law, appellant takes the position that Emil Deister, 
the patentee of the mining machinery made and sold by it, after 
selling his stock to the stockholders of appellant company and 
severing his relations therewith, could not without making himself 
amenable to the law use the word “Deister” as a part of the 
name of the competing company, as this was a part of the cor- 
porate name of appellant company; and especially would the law 
forbid him to do so without sufficient explanation that the two 
companies were separate corporations, in order that the public 
be not deceived, and, further, that it was not necessary that fraud 
was intended or that the public or any person was actually de- 
ceived; that, if appellant’s machinery was imitated by appellees, 
by name, word, or symbol, so as to produce confusion in the trade 
and injure appellant’s business, such conduct would constitute 
unfair competition. 

On the other hand, appellees take the position that a person’s 
name is his property, and he has the right to use it in any legitimate 
way that he sees fit, and that when Emil Deister disposed of his 
stock he did not agree that he would not again engage in the in- 
vention, manufacture, and sale of mining machinery, nor that he 
would not use the name “ Deister”’ in connection therewith; that 
the essence of the wrong in unfair competition consists in the sale 
of goods of one vendor for those of another, and appellees, in 
placing their product upon the market, designated the same in 
such a manner that a purchaser could readily trace the source of 
its manufacture; that the character of the mining machinery 
under consideration is such that it is purchased through experts 
skilled in the business, and not at retail, which greatly diminishes, if 
not entirely removes, the likelihood of a purchaser being deceived. 

It may be stated as a general proposition that a man’s name 
is his own property, and he has the right to its use and enjoyment 
the same as any other property right, and so long as such use be 
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a fair and reasonable exercise of such right he cannot be held liable 
for incidental damages to a rival in business using the same name, 
but he must make an honest use of his name, and not injure the 
good will and reputation of a rival by palming off his goods or 
business as that of such rival. Nor will he be permitted to use his 
name fraudulently so as to appropriate the good will of an estab- 
lished business of his competitor. Penberthy Injector Co. v. 
Lee et al., 120 Mich. 174, 78 N. W. 1074; Rogers v. Rogers, 53 Conn. 
121, 1 Atl. 807, 5 Atl. 675, 55 Am. Rep. 78; 38 Cyc. 809; Brown 
Chemical Co. v. Meyer, 139 U.S. 540, 11 Sup. Ct. 625, 35 L. Ed. 
247; Howe Scale Co. v. Wycoff, Seamans & Benedict, 198 U. S. 
118, 25 Sup. Ct. 609, 49 L. Ed. 972; International Silver Co. v. 
Rogers, 72 N. J. Eq. 933, 67 Atl. 105, 129 Am. St. Rep. 722; L. E. 
Waterman Co. v. Modern Pen Co., 235 U. S. 88, 35 Sup. Ct. 91, 
59 L. Ed. 142. [Reporter, Vol. 5, p. 1]. 

In Howe Scale Co. v. Wycoff, Seamans & Benedict, supra, 
Chief Justice Fuller, speaking for the court, said: 

“But it is well settled that a personal name cannot be exclusively appropriated 
by any one as against others having a right to use it; and, as the name ‘ Remington’ 
is an ordinary family surname, it was manifestly incapable of exclusive appro- 
priation. 

And in concluding the opinion he said: 

“We hold that, in the absence of contract, fraud, or estoppel, any man may 
use his own name in all legitimate ways and as a whole or part of a corporate name.” 

Without extending our view further on this branch of the case, 
it must be regarded as settled by the authorities that Emil Deister, 
not parting with the use of his name by contract or otherwise, 
when he disposed of his stock in appellant corporation was not 
precluded thereafter from the use thereof in connection with 
another business; that is, the mere use of the name “ Deister”’ 
in the new corporation did not of itself confer any right upon 
appellant to injunctive relief. 

This brings us to the investigation of the main question as 
to whether appellees’ conduct in the use of the name “Deister”’ 
was such as to constitute unfair competition. It seems to be 
well settled that nothing less than conduct tending to pass off 
one man’s merchandise or business as that of another will con- 
stitute unfair competition within the meaning of the term; the 
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essence of the wrong is the sale of the goods of one manufacturer 
for those of a competitor. Standard Paint Co. v. Trinidad Asphalt 
Mfg. Co., 220 U.S. 446, 31 Sup. Ct. 456 [Reporter, Vol. 1, p. 10]; 
Rathbone, Sard & Co. v. Champion Steel Range Co., 189 Fed. 26, 
110 C. C. A. 596 [Reporter, Vol. 1, p. 259]; Howe Scale Co. v. 
Wycoff, Seamans & Benedict, supra; Goodyear Co. v. Goodyear 
Rubber Co., 128 U.S. 598, 9 Sup. Ct. 166, 32 L. Ed. 535; 38 
Cyc. p. 784; Computing Cheese Cutter Co. v. Dunn, 45 Ind. App. 
20, 88 N. E. 93; Hartzler v. Goshen, etc., Ladder Co., 55 Ind. App. 
455, 104 N. E. 34; International Silver Co. v. Rogers, supra. 

In the case of Goodyear Co. v. Goodyear Rubber Co., supra, 
the court uses the following language: 

“The case at bar cannot be sustained as one to restrain unfair trade. Relief 
in such cases is granted only where the defendant, by his marks, signs, labels, or 
in other ways, represents to the public that the goods sold by him are those manu- 


factured or produced by the plaintiff, thus palming off his goods for those of a 
different manufacturer, to the injury of the plaintiff.” 


And in Howe Scale Co. v. Wycoff, Seamans & Benedict, supra, 
it was said: 
“The essence of the wrong in unfair competition consists in the sale of the 
goods of one manufacturer or vendor for those of another,and if defendant so 


conducts its business as not to palm off its goods as those of complainant, the action 
fails.” 


Thus the inquiry naturally arises: Did appellees’ conduct in 
disposing of the machinery manufactured by it tend to or have 
the effect of passing the same to purchasers as the machinery 
manufactured by appellant? In order that this result be ac- 
complished, it was not necessary that appellees or either of them 
actually take some affirmative action in this respect, or that 
they or either of them so intended, as actual deception was not 
necessary. If the name under which appellees disposed of their 
machinery, together with the method of disposing of the same, 
was manifestly liable to deceive purchasers, the result would be 
accomplished. Northwestern Knitting Co. v. Garon, 112 Minn. 
321, 128 N. W. 290; Fuller v. Huff, 104 Fed. 141, 43 C. C. A. 453, 
51 L. R. A. 332. 

The facts found by the court disclose that the machinery under 
consideration is of necessity purchased by those skilled in this 
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particular line of business, and not by the average consumer of 
articles of property or commodities sold at retail generally. 


“The class of persons who buy the particular kind of articles manufactured, 
such as servants or children, upon the one hand, or persons skilled in the particular 
trade, upon the other, must be considered in determining the question of probable 
deception.” 38 Cyc. 777; W. F. & John Barnes Co. v. Vandyck-Churchill Co. 
(D. C.) 207 Fed. 855 [Reporter, Vol. 3, p. 537]; International Silver Co. v. Rogers, 
supra. 

The appellant put its machinery upon the market as manu- 
factured by the Deister Concentrator Company, and appellees put 
their machinery upon the market as manufactured by the Deister 
Machine Company. Concluding, as we have, that Emil Deister 
was not compelled to abandon his own name (Howe Scale Co. v. 
Wycoff, Seamans & Benedict, supra), and had the right to use 
the same under proper restrictions, it becomes material to examine 
the steps taken, if any, by appellees, to differentiate their machinery 
from that manufactured and sold by appellant, so that prospective 
purchasers would have sufficient information to distinguish the 
machinery sold by appellees from that manufactured and sold 
by the old concern, and thus avoid unfair competition and con- 
fusion. 

In Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169, 16 Sup. 
Ct. 1002, 41 L. Ed. 118, after citing with approval authorities 
recognizing the right one has to use his own name in business, so 
long as he does not resort to artifice or deception, the court held: 


““Where the name is one which has previously thereto come to indicate the 
source of manufacture of particular devices, the use of such name by another, un- 
accompanied with any precaution or indication, in itself amounts to an artifice 
calculated to produce the deception alluded to in the foregoing adjudications.” 

It was held in International Silver Co. v. Rogers, supra, that 
in order to save complainant’s rights and to avoid hardship on the 
defendant that the goods manufactured and sold by the defendant 
should be stamped “Not the original Rogers,” or “‘ Not connected 
with the original Rogers.”” In the Waterman Fountain Pen Case 
(L. E. Waterman & Co. v. Modern Pen Co., supra) it was held that 
the defendant should distinguish its goods from the complainant’s 
by employing the name “Arthur A. Waterman & Co.” and fol- 
low the name with “Not connected with L. E. Waterman & Co.” 
Here the right to use the name “ Waterman” was recognized by the 
court under the foregoing restrictions. 
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In each of the cases quoted from and last referred to the 
names under consideration had acquired a secondary signification 
in connection with the product or article manufactured; yet the 
use of the name itself was not prohibited, but those resorting 
to the use were required to differentiate the same from that of the 
original use to which the name was put. 

In Penberthy Injector Co. v. Lee et al., 120 Mich. 174, 78 
N. W. 1074, where the facts were similar to the facts before us, it 
was held that Penberthy, the patentee of the articles manufactured 
by the company from which he withdrew, had a right to use his 
name in his own business thereafter without interference, but 
that such right should be guarded by language sufficiently clear 
and explicit to notify all persons that his business was not that 
of his rival’s. Upon this proposition the general trend of the 
adjudicated cases seems to be harmonious; and it will serve no 
useful purpose to carry the analysis or elucidation of the authorities 
further. The facts found by the court disclose that appellees 
took the necessary precaution in the disposition of the mining 
machinery made by appellee company to notify the trade that it 
was a separate concern from appellant company, especially in 
view of the fact that the court found that its articles of property 
were not disposed of to those likely to be deceived, and in view of 
the further finding of the court that when Emil Deister originally 
sold his patents to appellant company he reserved the right to the 
trade in foreign countries, and when he withdrew from the com- 
pany and sold his stock there were no restrictions as to his right 
to again engage in business or against the use of the name 
“Deister,” and after severing his connection with appellant 
company he continued to supply foreign trade, as he had thereto- 
fore, and after the incorporation of appellee company the ad- 
vertisements generally as to its business contained the words, 
“Note carefully the new name,” and the catalogues were of 
different color, and the machinery made under the new patents, 
which he claimed the right to sell in the United States, were readily 
distinguishable from the machines made under the original patents; 
that appellant has sustained no loss or injury on account of the 
similarity of the corporate names or representations and state- 
ments made as to the machines, and since the incorporation of 
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the appellee company it has advertised in catalogues, periodicals, 
and trade journals that the Deister Machine Company was a 
separate and distinct company from that of the Deister Con- 
centrator Company, and not connected therewith. 

The conclusions of law are correct when the law is applied 
to the facts specially found. 

The propositions of law addressed by appellant to the error 
presented on the conclusions of law we are asked to consider as 
being applicable to the error based upon the overruling of the 
motion for a new trial on the ground that the decision of the 
court is not sustained by sufficient evidence and is contrary to law. 
We need not reiterate what has been said as to the right under 
the law of appellees using the name “Deister” as a part of its 
corporate name. This leaves for consideration under the assign- 
ment of error based on the overruling of the motion for a new 
trial appellees’ conduct in placing its machinery upon the market 
in competition with that of its rival concern, which comes to us 
through a very voluminous record of some 1,400 pages of evidence. 

No inflexible rule can be laid down as to what conduct will or 
will not constitute unfair competition. As to what degree of re- 
semblance between the names or devices of articles made and sold, 
as well as the precaution taken to differentiate the one article 
from the other or the name, as the case may be, is not capable of 
exact definition. Thus from the very nature of the case it be- 
comes a question of fact to be determined by the circumstances 
as they are brought before the court in each particular case. 
38 Cyc. 770; Chas. S. Higgins Co. v. Higgins Soap Co., 144 N. Y. 
462, 39 N. E. 490, 27 L. R. A. 42, 43 Am. St. Rep. 769; Atlas 
Assurance Co. v. Atlas Insurance Co., 188 Iowa 228, 112 N. W. 
232,114 N. W. 609, 15 L. R. A. (N. S.) 625, 128 Am. St. Rep. 189. 

It would unnecessarily encumber the opinion to attempt to 
review and analyze the evidence. Our examination of the same, 
however, has been carried to the extent that we are satisfied 
that the evidence sufficiently supports the decision of the trial 
court, and the decision is not contrary to law, when the law here- 
tofore announced is applied to the evidence. 

From the evidence in the record and the facts found by the 
court it is disclosed that at the time the court denied appellant the 





ee ee 


tate cea Ie. 


lee, 


MUNN & CO. V. AMERICANA CO., ET AL. 337 


relief sought by it, appellees were using the necessary precaution 
to distinguish the machinery manufactured and offered for sale by 
it from that of appellant. 

This disposes of each of the questions presented by appellant’s 
learned counsel. 

Judgment affirmed. 


Munn & Co. v. AMERICANA Co., et al. 


(91 Atl. Rep., 87) 
New Jersey Court of Errors and Appeals 


June 15, 1914 
(Syllabus by the Court) 


1. TrapE-Marks AnD TrADE-NAMES—INJUNCTION—GROUNDS. 

The basis of suits to enjoin the use of the complainant’s name is the 
damage or possibility of damage to the complainant, not the damage or 
probability of damage to the public; fraudulent conduct on the part of the 
defendant is a necessary element, but fraudulent conduct without damage 
to the complainant does not suffice. 

2. Equiry—Maxins. 

Since it is the complainant who is to be protected in suits to enjoin the 

use of his name, he must come into court with clean hands. 
3. TrapE-MarkKs AND TRADE-NAMES—INJUNCTION. 

Where the complainant and defendant agree that an encyclopedia 
should be represented to the public as the work of the complainant in order to 
avail themselves of its reputation to attract subscribers for the book, the 
complainant cannot be heard to complain of conduct in which it joined and by 
which it profited. 

4. TrapeE-Marks anp TrADE-NAMES—INJUNCTION—DEFENSE—PLEADING. 

Where complainant and defendant agreed that an encyclopedia should 
be represented to the public as the work of the complainant in order to avail 
themselves of its reputation to attract subscribers for the book, and sub- 
sequently the complainant terminated the agreement and sought to enjoin 
the use of its name, the court denied relief because the complainant did not 
come into court with clean hands, although the point was not raised by the 
defendant in their answer. 

5. Eaurry—Ricut to EquitTaBLe RELIEF. 

Where a complainant’s conduct has been such that he does not come into 
court with clean hands, the disqualification applies only to the particular 
matter or transaction with which the wrongful conduct has to do, and he may 
have relief in other respects. 


On appeal from a decision of the court of chancery granting 
an injunction in part. Modified and affirmed. 
For the opinion of the court of chancery, see 3 T. M. Rep., 504. 
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Robert H. McCarter and Conover English, both of Newark, 
for the appellants. 

J. Franklin Fort and Franklin W. Fort, both of Newark 
(Arthur H. Masten and Sinclair Hamilton, both of New 
York City), for respondent. 


Wuite J., dissenting. 


SwayzE, J.:—(1) The basis of suits of this character is the 
damage or possibility of damage to the complainant, not the 
damage or probability of damage to the public. The question 
sometimes discussed is whether relief may be rested on a personal 
basis alone, or whether damage to property rights is necessary— 
a question left undecided in this court in Vanderbilt v. Mitchell, 
72 N. J. Eq. 910, 926, 67 Atl. 97, 14 L. R. A. (N.S.) 304. In an 
early English case the court refused an injunction to restrain the 
sale of a quack medicine under the name of the complainant, an 
eminent physician. Clark v. Freeman, 11 Beav. 112. And 
_ although the case is not of great authority, the criticism upon it 
was not due to the fact that the court refused at the suit of an 
individual to restrain a fraud upon the public, but to the fact 
that it overlooked the property right of a man in his own name. 
Mazwell v. Hogg, L. R. 2 Ch. 307. The court of chancery has 
held that there is such a right. Edison v. Edison Polyform & 
Mfg Co., 73 N. J. Eq. 136, 67 Atl. 392. Although damage is the 
basis of the suit, the mere fact of damage or possibility of damage 
is not enough, since damage may result from lawful acts, such as 
legitimate competition. Fraudulent conduct on the part of the 
defendant is a necessary element. International Silver Co. v. 
Rogers, 71 N. J. Eq. 560, 563, 63 Atl. 977. But fraudulent con- 
duct without damage to the complainant does not suffice. The 
case upon which the complainant relied was expressly put upon 
the ground of the liability of the complainant to loss. Walter 
v. Ashton (1902) 2 Ch. 282. 

(2) The very discussion suffices to show that, although 
fraudulent conduct which may deceive the public is a necessary 
element, it is the private loss of the complainant that is to be 
prevented, not the public injury arising to others from the fraud- 
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ulent use of the complainant’s name. This is in consonance 
with general principles. It is unnecessary to dwell upon the 
point. Its importance in the present case is due to its bearing 
upon the standing of the complainant to maintain its bill. If it 
were the public that is to be protected, the conduct of the com- 
plainant ought not to prevent relief. Since it is the complainant 
that is to be protected, the well-established maxim of equity is 
applicable; the complainant must come into court with clean hands. 

(3) The facts found by the learned Vice Chancellor establish 
an agreement on the part of the complainant and the Americana 
Company to make money out of the public by representing the 
encyclopedia as the work of the Scientific American, and thereby 
availing themselves of the reputation of that journal to attract 
subscribers for the book. The adoption of the name Scientific 
American Compiling Department cannot be otherwise explained. 
The word “Department” in that expression can hardly convey to 
the ordinary mind any other meaning than Department of the 
Scientific American; and the language of the letter addressed by 
Munn & Co., to the American People under date of May, 1906, is 
carefully chosen to convey the same impression without saying 
so in express words. The encyclopedia is therein said to be 
issued under the direct editorship and personal supervision of the 
editor of the Scientific American, although his actual connection 
with the work was slight; he is said to be assisted by a board of 
eminent Department Editors; the natural impression conveyed is 
that they were editors of departments of the Scientific American, 
since nothing else is mentioned that could have departments; in 
fact, so far as appears, no editor of the Scientific American except 
Mr. Beach was connected with the encyclopedia. The book is 
said to be a great work “published by the Scientific American 
Compiling Department,” with the full cooperation of Munn & 
Co., who add that they are certain that it will be found standard 
in its information and fully equal to the reputation of the Scientific 
American for accuracy and reliability. The gravamen of the 
complainant’s bill is that Munn & Co. will be injured in their good 
business reputation by the fraud of the defendants in palming off 
the book upon the public as a work connected with the Scientific 
American. Yet that is the very scheme in which the parties 
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joined for years prior to 1911. We think the complainant cannot 
now be heard to complain of conduct in which they formerly 
joined and by which they profited. It makes no difference whether 
the encyclopedia is valuable or not, nor whether purchasers thereof 
have been damaged; it is enough that they have been or may 
have been beguiled of their money because the complainant’s 
representations and the representations of the defendant, to 
which the complainant assented, persuaded them that they 
were buying a work which was made better by the cooperation of 
the Scientific American. We think that the complainant, when 
it tires of its bargain and seeks to enjoin the defendant from 
further profiting by the supposed connection, does not come into 
court with clean hands. Fraudulent conduct which the law would 
enjoin but for the agreement of the parties to exploit the public is as 
inimical to public policy as gambling in cotton, which is con- 
demned by statute, and the rule applied in Minzesheimer v. 
Doolittle, 60 N. J. Eq., 394, 45 Atl. 611, is applicable to the present 
case. The principle applied in the law courts in Hope v. Linden 
Park Ass’n, 58 N. J. Law, 627, 34 Atl. 1070, 55 Am. St. Rep. 614, 
and Wyckoff v. Weaver, 66 N. J. Law, 648, 52 Atl. 356, is in effect 
the same. 

(4) The failure of the defendants to question in their answer 
the standing of the complainants is not material. This very 
point was made and overruled by this court in Minzesheimer v. 
Doolittle, 60 N. J. Eq. 394, 397, 45 Atl. 611. As we there said, the 
court will not for any delinquency of the defendant, lend its 
assistance to a violation of law; and so it will not assist one who 
has joined in an effort to deceive the public to prevent his associate 
from continuing to do the very thing to which he has previously 
assented. 

(5) We think therefore that the decree must be reversed; 
but it does not follow that the complainant is not entitled to some 
of the relief granted. The disqualification applies only to the 
particular matter or transaction with which the wrongful conduct 
had to do. Woodward v. Woodward, 41 N. J. Eq. 224, 4 Atl. 424. 
In this case the complainant’s wrongful conduct had to do with the 
exploiting of the encyclopedia under the name of Scientific Ameri- 
can Compiling Department. The complainant is not shown to 
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have assented to the use of the name Scientific American for any 
other purpose. So far as the decree enjoins the Scientific American 
Compiling Department from using its corporate name, it must be 
reversed; so far as it enjoins the use of the name Scientific American 
in other ways, it must be affirmed. The defendants are entitled to 
costs in this suit. 


THE Roya Taivors v. J. M. Rosrnson, Norton & Company 
(227 O. G., 1446) 


Court of Appeals of the District of Columbia 
April 3, 1916 


ConFLictInc MarKs—REPRESENTATIONS OF A TIGER. 
Prior use of the representation of a tiger’s head and of two tigers pulling 
in opposite directions at a pair of trousers, anticipate the use upon goods of 


the same class of the full length representation of a tiger reclining upon a 
pedestal. 


For the decision of the Commissioner of Patents, see Reporter, 


Vol. 5, p. 464. 


Mr. Howell Bartle and Mr. D. B. Cheever for the appellant. 
Mr. E. T. Fenwick for the appellee. 


SHEPARD, C J.:—This is an opposition by J. M. Robinson, 
Norton & Company to the registration by The Royal Tailors 
of a mark consisting of a full-length representation of a tiger 
reclining upon a pedestal, the pedestal having thereon the words 
“The Royal Tailors, Chicago-New York.” 

The application was filed December 1, 1913, and contains the 
following disclaimer: 

No claim is made to the words “The,” “Royal,” “Tailors,” “‘Chicago-New 
York,” apart from the mark shown in the drawing. 

It is alleged that the mark was used on men’s coats, vests and 
trousers since November 19, 1913. 

The opposition alleged that the J. M. Robinson, Norton & 
Company, a corporation, has been for many years, and prior to the 
year 1892 was engaged in the business of selling clothing in the city 
of Louisville, State of Kentucky; that in its business J. M. Robin- 
son, Norton & Company have adopted the words “Tiger Brand”’ 
and the representation of a tiger’s head for use upon clothing, and 
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more particularly coats, overcoats, duck coats, and overalls and 
shirts, and the said Tiger Brand has been used continuously since 
the year 1891, and has been continuously used for all of said 
goods since said date in interstate commerce by opponent. 

It appears that the J. M. Robinson, Norton & Company 
registered July 16, 1907, a trade-mark consisting of a circle showing 
a tiger’s head therein with the words “Tiger Brand,’’ for use on 
coats, overcoats, duck coats, vests, trousers and overalls. Decem- 
ber 8, 1903, J. M. Robinson, Norton & Company registered 
another trade-mark consisting of a tiger’s head and the printed 
word “Tiger” above thereof. 

The goods specified in the application are not limited to ready- 
made or made-to-order clothing, and, as stated by the Examiner 
of Interferences, are identical with the goods upon which the 
opposer has established the use of its mark. 

The proof shows that the opposer, while mainly engaged in 
selling ready-made clothing, occasionally makes clothing to order 
from special measurements. It appears that beginning in 1891 
the opposer used as a mark on its goods the word “Tiger,” and a 
full-length representation of two tigers pulling in opposite direc- 
tions at a pair of trousers. 

The use of this mark has been discontinued for a number of 
years for a mark which was registered as afore described. The 
opposer advertises its goods in printed catalogues, and calendars, 
and pictures for hanging in stores, in which it uses the full-length 
representation of atiger. The slogan, as expressed by its witnesses, 
used by the opposer is “The Tiger Brand.” 

Both parties have testified they did not know of the use by the 
other of their respective marks until a short time before the 
institution of this opposition. 

The Examiner of Interferences held that the mark of the 
applicant sufficiently resembled that of the opposer to produce 
probable confusion in trade. On appeal the Commissioner 
affirmed the decision of the Examiner of Interferences. 

The evidence on behalf of the applicant shows that sub- 
sequently to the adoption and use of the trade-mark by the J. M. 
Robinson, Norton & Company the applicant adopted as a trade- 
mark used upon its goods a figure showing the head and part 
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of the body of a tiger emerging from a hole in the ground, sur- 
rounded with certain words. It next used a tiger’s head in a 
circle surrounded by the words “The Royal Tailors, Chicago- 
New York.” The open mouth of the tiger carries an inscription 
which reads “‘ Pay less and dress better.’ Its next three labels were 
of a similar character. It next used a tiger’s head with the 
inscription underneath reading “The Royal Tailors, Chicago- 
New York.” Its last representation, adopted and used in 1913, 
consists of the mark offered for registration, namely, the full- 
length recumbent figure of a tiger on a pedestal, and on the pedestal 
the words “The Royal Tailors, Chicago-New York.” 

There is some evidence of confusion in trade resulting from the 
use of these marks, but we agree with the Commissioner that there 
is sufficient similarity to cause confusion in the minds of the 
purchasing public. 

As the opinion of the Examiner of Interferences, and the 
Commissioner, contained a full discussion of the matters in con- 
troversy, we content ourselves with citing in support of this 
conclusion the following cases: in re John Braadland, (37 App. D. 
C., 602;) [Reporter, Vol. 2, p. 88], Carmel Wine Co. v. California 
Winery (38 App. D.C.,1). [Reporter, Vol. 2, p. 33]. 

The decision is affirmed. 


ADAMS-FLANIGAN COMPANY 
(New York Law Journal, June 30, 1916) 


REPETTI v. 


New York Supreme Court, Bronx County 


Unratr CoMpETITION—MIsvuseE OF Proper NAME. 
A dealer in chocolates enjoined from selling the product of Louis Repetti, 
Inc., in boxes bearing the words “Read the Story of Louis Repetti.” 


In Equity. On motion for preliminary injunction. Granted. 


Harry D. Nims, of New York City, for plaintiff. 
Davies, Auerbach & Cornell, of New York City, for defendant. 


Tierney, J.:—Mr. Justice Goff, in an action against Louis 
Repetti, Inc., et al., rendered a judgment restraining the defend- 
ants from selling candies in various ways defined by him which 
were calculated to produce the impression that they were the 
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original Repetti chocolates (6 T. M. Rep. 94). The defendant in 
this action was not a party to the action before Mr. Justice Goff, 
but is the selling agent for the product of Louis Repetti, Inc. 
Boxes of chocolates are being offered for sale by the defendant 
under the title of Quid Nunc Chocolates and, in addition to this 
title, there is printed on the cover of the box the words, “Read the 
Story of Louis Repetti.” It seems to me that these words have 
no function in describing the contents of the box, and are obviously 
intended to associate the name of Repetti with the article. Such 
an attempt cannot be made in good faith, and the right of an 
individual to the use of his name in any proper connection cannot 
be extended to such a misuse. I am of the opinion that the plain- 
tiff is entitled to a temporary injunction restraining the defendant 
from offering for sale any candies in packages, upon the cover of 
which shall be displayed the words “Read the Story of Louis 
Repetti,”” or any similar device. The order may be settled on 
notice and the amount of the undertaking to be given by the plain- 
tiff will be determined on the settlement of the order. 





